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TREAGER V. GORDON-ALLEN, LTD. 


TrEAGER v. GorpoN-ALLEN, LimITED 
(71 F. [2a] 766) 


United States Circuit Court of Appeals, Ninth Circuit 
June 15, 1934 


Trape-Marxs—Mecuanics Hanp Soap anp Launpry Soarp—Goops or 
DirrereNT Descriptive PROPERTIES. 

A hand soap for the use of mechanics held to be of different descrip- 

tive properties from granulated laundry soap. 
Trapve-Marks—“Par”—Non-FanciruL TerM—ReEstricTion or RiGHr. 

A trade-mark consisting of an arbitrary, strange or fanciful term 
is more suggestive of a single source of the goods and, therefore, 
capable of a more exclusive appropriation. The word “Par” held not 
to come under this classification, as it is a common expression suggesting 
merit alone. 

Trape-Marxs—“Par” ror Mecuanics’ Hann Soap—ReGisTraTION VERSUS 
Prior Use. 

Appellee held not entitled, on the ground of its registration of the 
word “Par” in the United States Patent Office and with the Secretary 
of the State of California for use on a granulated laundry soap, to 
restrain appellant from the use of the same word as a trade-mark 
for a mechanics’ hand soap, the latter’s use thereof having been prior 
to appellee’s. 

Unram Competirion—‘Par”—Extension or Use or Mark To CoMPETING 
Goons. 

Although appellant was the prior user of the word “Par” as a 
trade-mark for mechanics’ hand soap, he could not, after appellee had 
begun using the word as a trade-mark for granulated laundry soap, 
extend the use of its mark to granulated and bar laundry soap; and 
the decree of the lower court enjoining such use was affirmed. 


In equity. Action for unfair competition and trade-mark in- 
fringement. From a decree of the United States District Court for 
the Northern District of California, defendant appeals. Affirmed. 


Charles V. Barfield and Paul C. Dana, both of San Francisco, 
Calif., for appellant. 

Christopher M. Bradley (A. S. Hutchinson, of counsel), both of 
San Francisco, Calif., for appellee. 


Garrecut, C,. J.: This is an appeal from a decree enjoining 
appellant from manufacturing or selling any granulated laundry 
soap under the name of “Par,” or with which the word “Par” is 
used in any way whatsoever, and from operating or doing business 
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under or using the name “Par Soap Company,” or any other name 
incorporating the word “Par” in these same connections. 

The facts as found by the District Court, and which are sus- 
tained by the record, are substantially as follows: The parties 
assert conflicting rights to the use of the word “Par” as a trade- 
mark in the general field of soap products. Each asks for an in- 
junction against infringement by the other and for an accounting. 
Appellee’s claim is based upon its use of its trade-mark upon its 
product and registration of the trade-mark in the United States 
Patent Office and in the office of the California Secretary of State. 
Appellant claims that he had acquired a common-law trade-mark in 
the name prior to appellee’s use, and that the trade-mark covered 
the whole field of soap products. 

The first use of the word “Par” by the parties in suit was in 
December, 1929, when a copartnership, of which appellant was a 
member, and all the interests of which have now been transferred 
to him, began using the word “Par’’ to designate a mechanics’ hand 
soap paste which it was manufacturing and selling in cans. Al- 
though there had been some experimentation in the use of other 
trade-marks prior to that time by the partnership, it is conceded by 
appellee and established by the evidence that appellant’s predeces- 
sor had established a common-law trade-mark in the word “Par” 
as to mechanics’ hand soap in the states of California and Nevada 
before any use of that word by appellee. 

In August, 1930, appellee corporation was organized for the 
purpose of manufacturing, selling, and distributing soaps with the 
intention of specializing in granulated laundry soap. It decided 
to use the trade-mark “Par” in marketing the granulated soap, and, 
after making investigation as to previous use of the name in the 
soap field, in the course of which, it may be noted, it did not dis- 
cover appellant’s use, it proceeded, in September, 1930, to market 
its product under that name. The name was thought to be particu- 
larly attractive and adaptable at that time because of its use in 
connection with miniature golf which then was at the height of its 
popularity. In the month of November, 1930, appellee applied 
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for registration of the trade-mark “Par” with the United States 
Patent Office. Nyal Company filed an interference on the ground 
that it had registered the name for its shaving cream in 1924. This 
interference was denied by the Commissioner of Patents, and appel- 
lee’s application was granted. Late in December, 1930, appellee 
registered the trade-mark with the Secretary of State of California. 

Appellee marketed its granulated soap in a pasteboard carton 
of distinctive shape, size, and dimensions. It spent large sums in 
plant investment and in carrying on an intensive advertising cam- 
paign commencing in September of 1930, and in the course of the 
following year and a half a very profitable business was built up. 
By July 15, 1932, appellee’s plant investment amounted to 
$977,448; its advertising cost had totaled $438,835; and its net 
sales had amounted to $1,367,579. Appellee’s selling campaign 
extended into the states of Oregon, Washington, California, Mon- 
tana, Idaho, Utah, Nevada, Arizona, and Nebraska. 

Appellee first heard of appellant’s use of “Par’ on its mechanics’ 
hand soap in January, 1931. Shortly thereafter a member of the 
copartnership and the president of appellee corporation had a con- 
versation, the effect of which is in dispute, about the use of the 
trade-mark “Par.’’ The court found that in this conversation the 
use of the trade-mark for their respective products was discussed, 
and that an understanding was reached to the effect that there was 
no real conflict in the use of the name for the respective products 
of each concern. Whether this conversation was merely a tentative 
discussion or resulted in a binding agreement does not affect the 
decision, as it rests upon other facts. Its only significance is that 
it tends to show that there was no concealment or bad faith on 
the part of appellee in proceeding with its marketing plans. 

Early in February, 1932, just prior to the filing of the com- 
plaint in this action, appellant began marketing a granulated 
laundry soap and a bar soap under the name “Par Soap.” The 
granulated soap was sold in a package similar in shape and design 
to that used by appellee, although not a replica of it. In the 
marketing of this product, the appellant began to use the name 
“Par Soap Company” as its firm name. 
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So far as the “trade” or the consuming public were concerned 
there was no confusion between appellant’s mechanics’ hand soap 
and appellee’s granulated laundry soap. However, early in Febru- 
ary, 1932, when appellant commenced to market granulated laundry 
soap and bar laundry soap, confusion between these articles and 
appellee’s product began which has ever since continued. The 
court found that appellee at all times acted in good faith in using 
the trade-mark “Par” upon its products; that appellant in using the 
same trade-mark on its mechanics’ hand paste likewise acted in 
good faith, but that in using the trade-mark upon its granulated and 
bar soaps, and in using the name “Par Soap Company,” appellant 
acted in bad faith and for the purpose of taking advantage of 
appellee’s advertising campaign popularizing “Par” laundry soap. 

The court further found that: 


Not only did the defendant in this case adopt a trade-mark subject to 
narrow limitations, but he sold a product which appealed to a restricted 
class of customers, namely, mechanics and men doing exceptionally dirty 
manual work. Housewives purchasing laundry soap whether in bar or 
granulated form would not know of defendant’s product and could not 
be confused by the use of the same trade-mark. The difference between 
mechanics’ hand soap and laundry soap is no less than the difference 
between shaving cream and laundry soap. The Commissioner of Patents 
held in the interference proceedings that plaintiff's use of “Par” on 
granulated laundry soap did not conflict with the use of “Par” on shaving 
cream by the Nyal Company. While the ruling of the Commissioner is 


not binding on the courts, it is prima facie correct and has argumentative 
weight... . . 


Upon this state of facts the court granted an injunction against 
appellant. We hold that the record sustains the findings of the 
trial court. 


This court is called upon to determine the question of whether 
appellant’s common-law trade-mark “Par,” by him used on mechan- 
ics’ hand soap, gave him trade-mark rights to that name in the 
entire field of soap products. 

Unlike a statutory copyright or a patent for an invention, a 
trade-mark confers on its owner no right in gross or at large. 
United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 39 S. Ct. 
48, 63 L. ed. 141 [9 T.-M. Rep. 1]. 

When appellee registered its trade-mark, appellant had a com- 
mon-law trade-mark in “Par” under which it had acquired an ex- 
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clusive right to dispose of its mechanics’ hand soap, but, as appellee 
registered its trade-mark, appellant had no right thereafter to ex- 
tend its use of the name to interfere with granulated or bar soap of 
appellee’s manufacture. 

There is a distinction as to the degree of exclusiveness of appro- 
priation accorded to the originator of a trade-name depending upon 
the name selected. “If the name or mark be truly arbitrary, 
strange and fanciful, it is more specially and peculiarly significant 
and suggestive of one man’s goods, than when it is frequently used 
by many and in many differing kinds of business.” France Milling 
Co. v. Washburn-Crosby Co. (C. C. A. 7 F. (2d) 304, 306 [15 
T.-M. Rep. 185]. The line of cases cited by appellant are from 
cases instituted by originators of some such peculiarly significant 
name or phrase. 

The word “Par” would not come within the class of fanciful or 
original words. It is a common expression which has come to sug- 
gest merit and not any particular business. 


One who devises a new, strange “catching” word to describe his wares 
may and often has by timely suit prevented others from taking his word 
or set of words to gild the repute of even wholly different goods; . . . but 
one who takes a phrase which is the commonplace of self-praise like “Blue 
Ribbon” or “Gold Medal” must be content with that special field which 
he labels with so undistinctive a name. . . . France Milling Co. v. Wash- 
burn-Crosby Co., supra. 

Unless very narrowly applied, the word “Par” has such a gen- 
eral use and is such an originally descriptive term as would not be 
indicative of any particular maker of goods. Yale Electric Corp. v. 
Robertson (C. C. A.), 26 F. (2d) 972 [18 T.-M. Rep. 321]. 

The District Court was correct in protecting appellant’s com- 
mon-law trade-mark in the word “Par” as applied to his business of 
marketing mechanics’ hand soap. It was likewise correct in de- 
termining that appellant was guilty of unfair competition in using 
said trade-mark to market a granulated or bar laundry soap, or in 
operating under the firm name of the “Par Soap Company,” and 
the injunction was properly granted. 

Affirmed. 
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Premier-Passt CorPoraTIon v. THE Exim City Brewine 
CorPORATION 


United States District Court, District of Connecticut 


September 6, 1934 


Unram Competirion—SurNaME—RicurT to Use. 

Every man has the privilege for purposes of trade to use and 
publicize his own legal name or his own trade-name or soubriquet. 
Unrair Competirion—Rapio Trape-Marxs—“Oip Magsrro” Usep ry Rapio 

AvVERTISING—INJUNCTION. 

Where plaintiff had since June, 1931, made a continuous use of the 
words “Old Maestro,” designating Ben Bernie, in its radio advertising 
throughout the United States and particularly in New England, to 
popularize its beer, defendant’s use of the words “Olde Maestro” as 
trade-mark for a similar product, held unfair competition, and an in- 
junction was issued. 


In equity. Action for unfair competition in the use of radio 
designation as a trade-mark. Judgment for plaintiff. 


Edward S. Rogers, William T. Woodson, and James H. Rogers, 
all of Chicago, Ill., and Rockwell and Bartholow, of New 
Haven, Conn., for plaintiff. 

William L. Hadden and George W. Crawford, both of New 
Haven, Conn., for defendant. 


Hincxs, D. J.: Plaintiff’s counsel has argued that the defend- 
ant’s appropriation of the words “Olde Maestro” is an enjoinable 
appropriation of a property right in the plaintiff, in that it is an 
appropriation by a competitor of ‘“‘advertising value’ paid for by 
the plaintiff. But the meaning which is thus assigned to the phrase 
“advertising value’ is so uncertain that I am unable to pass upon 
the validity of the claim. I prefer to treat it as an invitation to 
analysis. 

That every man has a privilege, for purposes of trade, to use 
and publicize his own legal name or his own trade-name or soubri- 
quet seems never to have been seriously questioned. Likewise, the 
privilege of using the name or soubriquet of another, if lawfully 
acquired from that other as by contract. The latter privilege, to be 
sure, is subject to the limitation imposed by public policy that no 
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one shall use another’s name in such a way as to deceive the public; 
and from this limitation springs the doctrine that a trade-name is 
not assignable in gross. But this limitation has no application to 
the present case, for there is neither claim nor basis for claim that 
the plaintiff in its employment of Ben Bernie, the “Old Maestro,” 
to advertise and popularize its products, is creating any confusion 
in the public mind as to the source of the products thus advertised. 

But is this privilege to use and publicize one’s name or soubri- 
quet something which may ripen into an exclusive right? If so, 
what is the source of that right, and what its definition? Although 
countless cases have arisen involving the existence of such rights, 
curiously enough we find comparatively little analysis of the nature 
and source of the right itself, but much comment on the acts and 
conduct which are alleged to have violated the right. 

Thus, some have vaguely suggested that a right to a name may 
be a part of one’s “good-will” which is a subject-matter of property 
from which all others may be excluded. But such an assertion gets 
us nowhere. For “good-will” itself is too loose and uncertain a 
quantity for aid in definition. As commonly conceived, it is a 
compound of many factors and those factors chiefly associated with 
the concept seem to have little association with rights in a name. 
Thus value “as a going concern” is frequently considered as a part 
of “good-will.” But such value seems quite distinct from the 
value attributable to the right to a name. And again, good-will is 
somewhat vaguely considered as the favorable regard of the pur- 
chasing public for a particular person, or for goods or services 
known to the public to emanate from a particular source, a regard 
founded (usually) on past dealings or reputation and of value in so 
far as it may be expected to produce further dealings. But good- 
will so construed certainly is not property in any technical sense; 
for no man can have, either by prescription or contract, such a 
proprietary right to the favorable regard of the public that he may 
exclude others therefrom. Necessarily, the relationship between a 
given manufacturer and the public and the regard of the public for 
that particular manufacturer is affected by the relationship between 
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the public and others, particularly such others as may be competi- 
tors of that manufacturer. For instance, if producer B undersells 
producer A, other things being equal, presumably the public will 
come to have a less favorable regard for A. Likewise, if B adver- 
tises and sells the same product as A, but of a superior quality or 
with some particular improvement, the public may be brought, by 
its preference for B or his product, to have a less regard for A. 
The value of A’s good-will may thus be seriously impaired. Yet 
no one will contend that, at least under the unwritten law, A’s rights 
have been violated. Indeed, it has been fundamental in the philoso- 
phy of the common law that it is by just such a process that progress 
comes. 

Nor does it serve to say that a right to a name has value; and 
therefore it is a property right within the protection of the law. 
This is to argue a priori. To be sure, a right may have value if it 
exists. But the question still remains, has the right an existence 
cognizable in the law? 

And so we are brought back to fundamentals. What is a right 
under the unwritten law? Nothing but a claim acknowledged as a 
well-founded claim by the experience of society, which is the essence 
of the common law. (Bouvier, Right.) And this broad relation- 
ship has received classic analysis by Blackstone (1 Com. 124, et 
seq.), into the absolute and relative; the absolute rights comprising 
the right to personal security, the right to personal liberty, and the 
right of property. In this classification is there room for a right 
to the exclusive use of a name? 


It is difficult to perceive that such a specific right is a property 
right within the scope of this classification. But it should be 
noticed that even in Blackstone’s time the right to reputation was 
considered as an inherent part of the absolute right of life. He 
says (1 Com. 134): 


the security of his reputation or good name from the acts of detraction 
and slander are rights to which every man is entitled, by reason and 
natural justice; since without these it is impossible to have the perfect 
enjoyment of any other advantage or right. 


But before one can have a good name, he must have a name; 
before he can build a reputation he must have an identity to which 
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that reputation may attach. And so, if indeed reputation is a 
matter of right, to be known as a particular individual is a right 
even more fundamental. Conceivably, some alien civilization might 
exist wherein each member of society was consigned to perpetual 
anonymity; wherein each was doomed to live and die as one ant 
in the hill—or as one cog in the machine of the State, without means 
or right for any identification of personality. But the common law 
has more nobly appraised the fulness of human life; and in its 
recognition of a man’s right to enjoy the good repute which he 
has earned, it has from ancient times implicitly recognized his ex- 
clusive right to the identity which he has established for himself 
among his fellows and in the public eye. And this is the right, I 
think, which has been the subject-matter of countless cases of unfair 
competition, so-called. 

In a simpler society, perhaps, the right was seldom differenti- 
ated from other human rights because seldom challenged. It had 
value only to its owner. But as a competitive economy emerged 
from the guild system, the commercial value—indeed, the necessity 
—of names as a means of identification came to be recognized; and 
by use, at first as trade-marks, the right to the exclusive use of a 
specific means for identification was extended to include the goods 
of the individual as well. And later, when the so-called doctrine of 
secondary meaning was established whereby the law came to recog- 
nize the acquisition of rights in the use of geographical and generic 
names for limited purposes of trade, no new right was born. The 
law simply recognized that in society, as it had developed, a man 
who had come to be identified by the public for specific goods 
through some specific association was entitled to the exclusive use 
of such means of identification. Others, to be sure, were free to 
compete with him; to wrest from him the favorable regard of the 
public, if they could. But this right to be known as he was known 
was his right of identity, and against all improper threats the 
subject-matter of equitable protection. 

This tendency of the law has been accelerated by the trend of 
modern society. The obvious advantages of a system of mass pro- 
duction can only be obtained by a distribution of goods on a national 
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scale. This in turn requires a system of national advertising. To 
meet this need, every conceivable instrument and method of adver- 
tising has been utilized. As a result, its lies within the observation of 
all that a producer can, with the aid of successful advertising, 
obtain for himself and his product public recognition of national 
dimensions, comparatively, over night. But the right to establish 
and enjoy such recognition, as I see it, is nothing but a development 
of the ancient common-law right of a man to have such an identity 
in the public eye as he can win by his conduct and personality. And 
whether this right be classified as an absolute right or as a develop- 
ment of some relative right attaching to the relationship between 
competitors, is unimportant. It has been recognized as a right by 
society and has the protection of the law. I think Justice Holmes 
meant just that in his dictum in International News Service v. Asso- 
ciated Press, 248 U. S. at page 247 [9 T.-M. Rep. 15], when he 
said that “the only reason why it is actionable to make such a 
representation (i.e., a misrepresentation as to the source of goods) 
is that it tends to give the defendant an advantage in his competition 
with the plaintiff and that it is thought undesirable that an ad- 
vantage should be gained in that way.” In other words, it is the 
experience of society that the advantages of a competitive economy 
are best subserved by a recognition of this right, and its correlative 
obligation, to control the relationship between competitors. 

Since the nature of this right is such that its existence in fact 
depends upon a recognition by the public of the identity of a par- 
ticular individual, any act or conduct which confuses the state of the 
public mind in this relation, impairs the value of the basic right, 
and is a violation thereof. In earlier times, the right of identity 
most frequently was violated by downright misrepresentations by 
word (“‘passing-off’ cases), or by conduct (wrongful appropriation 
of trade-marks) ; much as the early violations of the right of repu- 
tation was by words slanderous, per se. But in the march of 
commerce, skulduggery seems to have kept abreast of science in 
inventiveness, so that new and more subtle means were found to 
violate the right of identity by introducing confusion into the public 
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mind; much as sly innuendoes were substituted for cruder words 
wherewith to sap and destroy reputations. On the whole these 
subtleties havs found smalk favor with the courts, and it is now at 
least well established that any act or conduct which confuses or 
tends to confuse the public mind in relation to the identity of the 
plaintiff or his products is a violation of the plaintiff's right. 

I see nothing in these conclusions inconsistent with the current 
of authority. To be sure, in many cases of unfair competition it 
has been said that fraud is the gist of the action. That is so be- 
cause if A has established an identity for himself in the public mind, 
anything done by B which leads the public to mistake him for A, 
necessarily is deceitful and violates A’s right. But if A has not 
succeeded in the acquisition of an identity in the public eye, neces- 
sarily no act of B’s can operate to deceive the public in its identifi- 
cation of A; and A suffers no wrong because he has no legal right 
that is susceptible to legal injury. 

Nor are the views expressed above justly subject to the criticism 
that their effect is to penalize innocent conduct by defendants. For, 
notwithstanding protestations and denials, a chancellor will not 
readily believe that one entering and operating in a competitive 
field did so in ignorance of the presence of competition. And if it 
once appears that the newcomer approached the field with knowledge 
of the existence of competition under the familiar maxim that a man 
is deemed to intend the natural consequences of his acts, he is bound 
to know whether his own conduct will violate any established right 
of his predecessors in the field. To be sure, on occasions he may 
plausibly protest that the plaintiff’s claim of an established identity 
is based, in part at least, on associations disseminated in the public 
mind so indirect and subtle that he was unaware of their existence 
or of their effect. But, by and large, human psychology seems to 
be such that the public mind, in so far as it depends for a particular 
identification upon indirect and subtle associations, is susceptible to 
confusion not through the blunt, forthwith acts of honest competi- 
tion, but rather by kindred associations and suggestions similarly 


indirect and subtle. Consequently, when we find a newcomer in 
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the field claiming to build for himself an identity depending upon 


subtle associations which in fact impinge upon those already estab- 
lished by the plaintiff, protestations of innocent intent overtax the 


credulity. 


Because in every civil case the wrongfulness of the defendant’s 
conduct depends upon the nature and scope of the plaintiff's right, 
it follows, of course, that a line of conduct wholly proper and in- 
nocuous in one set of circumstances, and with respect to one par- 
ticular competitor, may be wholly illegal and injurious in another 
setting. The observation would seem to be obvious; yet strangely 
enough it is this simple truism that has caused so much confusion 
in what is called the law of unfair competition in bench, bar and 


business. 


The honest business man, seeking to chart an honest 


course in perhaps a crowded field, learning that a certain piece of 
conduct has perhaps withstood the test of litigation from one source, 
concludes that substantially the same conduct is proof against all 
attack. The fallacy of such conclusions will be avoided if those 
honestly anxious fairly to judge a given situation will first define 
the plaintiff's right, or the right of every potential plaintiff. This 
done, it is a comparatively simple task to ascertain whether the con- 
duct in question is such as to violate any such right thus found to 


exist. 


It has been stated by eminent authority that in cases of unfair 
competition, such conduct is wrongful as “shocks the judicial sensi- 
bilities.” This, however, is observation upon the law, and not a state- 


ment of the law itself. 


For the law is said to be a rule of human 


conduct, and surely the honest but perplexed man of business (like 
the nisi prius judge) can derive little practical guidance from such 


an observation. 


Instead, let the plaintiff’s claim of right first be studied. Has 


he won for himself any specific public identification? 


Has he, by 


industry, by fidelity, by skill, or by personality, with or without the 
aid of advertising, so impressed upon the public mind his presence 
or his personality (or, indeed, the availability of his particular 


goods or services) that a member of the purchasing public in deal- 
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ing with him when the occasion should arise, would feel that he was 
turning to one not wholly a stranger? If the public or any sub- 
stantial part of it has in fact come to recognize the plaintiff or his 
goods to that extent, the law will recognize the plaintiff’s right to 
enjoy that public recognition and will proscribe all conduct tending 
to substitute confusion for recognition in the public mind. 

To be sure, it is not always easy to determine whether, in fact, 
the plaintiff has won for himself or his goods any identity which 
the public recognizes. On this issue, individual members of the 
purchasing public are frequently called as witnesses and questioned 
as to their mental reactions. But such testimony, to me at least, is 
evidence of slight weight. For the average individual is seldom a 
reliable interpreter of his own mental reactions and content. Re- 
tailers or salesmen in contact with small sections of the public are 
perhaps more reliable witnesses of specific instances of confusion. 
But even the testimony of such witnesses, especially if associated 
with either party, is peculiarly subject to suggestion and bias. Not 
only that, but in view of the fact that modern advertising reaches 
millions, the chancellor, though he hear a hundred witnesses, can 
never know whether he has been shown a fairly representative 
picture. 

After all, just as a state of knowledge in a given individual is 
best proven by inference from the surrounding facts, so the proof 
of a recognition by the public of the identity of a producer or his 
goods is necessarily a matter of inference. The evidence will show 
against the proper background what the producer has done to im- 
press his identity or that of his goods upon the purchasing public; 
and from all the subordinate facts the trier will have to determine 
whether or not it follows with reasonable certainty, that a public 
recognition of identity has in fact been achieved. 

The sums spent in advertising, its scope, nature and duration 
all are important factors, but not necessarily conclusive. After all, 
the issue is the achievement of an identity and not the effort ex- 
pended in the attempted achievement. Nor is success in stimulating 


sales necessarily decisive. For, conceivably, such success may have 
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resulted from methods of sales promotion having no tendency to 
create any specific association between the public and a particular 
producer. On certain phases of the issue, doubtless the opinions of 
experts in advertising and merchandising may be heard. But such 
testimony the trier will appraise, especially if it be disputed, in the 
light of his own common sense and in the last analysis reach his 
decision by applying his knowledge of human nature to the facts of 
the case. 

If it is found that the plaintiff has thus established its right, 
ordinarily it will not be difficult to ascertain whether or not the de- 
fendant’s conduct has violated that right. On this issue, also, the 
testimony of individual members of the public, or retailers, salesmen 
and experts is admissible, although, as I have suggested, seldom of 
controlling weight. Here again the trier will have to apply his 
knowledge of human nature to the defendant’s conduct as proved 
and determined by inference whether the defendant has done any- 
thing to sap the virtue of any means of identification found to be- 
long exclusively to the plaintiff. Has the defendant put out goods 
in such a way as to evoke in the public mind, by word, phrase or 
image, an association attaching to the plaintiff or to some means 
of identification belonging to the plaintiff? If so, the tort is com- 
plete and in the proper case enjoinable. 

Applying these observations to the case at bar, we see that the 
primary issue here is not whether the plaintiff has acquired a public 
recognition of its identity in its own proper name. That fact, I 
take it, is not disputed; in any event it is amply established. The 
real question is whether the plaintiff, through its employment of 
Ben Bernie, has created in the public mind an association with the 
“Old Maestro” which serves as a means to accentuate the identity 
of the plaintiff or its products. To be sure, there is no evidence 
showing what proportion of its sales, if any, is due to the advertis- 
ing by the “Old Maestro.’’ And the direct evidence is far from 
sufficient in itself to prove the existence of the association in the 
public mind. Nevertheless, the evidence relating to the nature, 
scope, and duration of the plaintiff's radio advertising, coupled 
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with the evidence of its populartiy, convinces me that the radio 
public is numerically a substantial part of the beer-purchasing 
public and that it necessarily, human nature being what it is, in 
substantial part has become impregnated with a conscious or sub- 
conscious association, between “Old Maestro” and the plaintiff’s 
products. 

That being so, the defendant’s use of “Olde Maestro” as its 
trade-name necessarily tends to confuse the public and to destroy 
the effect of a means for identification, which, at least in relation 
to the manufacture and distribution of malt products, belongs ex- 
clusively to the plaintiff. 

The foregoing makes it unnecessary for me to make findings 
or conclusions upon the plaintiff's claim of infringement of its 
registered trade-mark. 

A decree for the plaintiff, with costs, may be entered accord- 
ingly. 


CuaneEL, Inc. v. Jutes V. Riviere Perrumes, Inc., Murray W. 
Morin, Irving Unterman, Dorotuy Doane, ann WILLIAM 
BENYES 


United States District Court, Southern District of New York 


August 9, 1934 


Trape-Marxs—INFRINGEMENT—“No. 5” on Perrumes—Seconpary MEAN- 
ING. 

In as much as the notation “No. 5” was shown to have acquired 

a secondary meaning as indicating exclusively plaintiff's goods, an 

injunction was granted restraining defendants from using the said 

trade-mark on their perfumes, unless it clearly appeared that such 
goods were manufactured by them and not by the plaintiff. 

In equity. Action for infringement of a registered trade-mark 


and for unfair competition. Judgment for plaintiff. 


Borpy, D. J.: The bill alleges the infringement of a registered 
trade-mark by the defendant in interstate commerce. It raises a 
substantial federal question, apparently in good faith. Irrespective 
of the final determination as to the validity of the registered trade- 
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mark or whether it was used in interstate commerce, in view of 
what has been said in Hurn v. Oursler, 289 U. S. 288 [23 T.-M. 
Rep. 267], it has jurisdiction to determine whether there is an un- 
fair competition by reason of defendant’s use of the mark “No. 5.” 

It appears by affidavits that the mark ‘No. 5” used by the 
plaintiff has acquired a “secondary meaning” and distinguishes 
plaintiff’s product to the trade and to consumers. It also appears 
that imported perfumes are often rebottled bearing the name of the 
rebottler. In such case he may use the mark of the original manu- 
facturer, with notice that the product has been rebottled. See 
Prestonettes, Inc. v. Coty, 264 U. S. 359 [18 T.-M. Rep. 135]. 

In the circumstance the use of the mark “No. 5” on perfume 
may lead a reasonable person to believe that such were the products 
of the plaintiff, notwithstanding differences in the boxes and labels 
and the use of defendants’ name in connection therewith. An in- 
junction pendente lite accordingly will issue restraining the de- 
fendants from using the mark “No. 5” in connection with its per- 
fumes unless it makes it clear that the perfume is manufactured by 
it and not the plaintiff. This can result in but slight harm to the 
defendants, particularly since the plaintiff has voluntered to give a 
bond to indemnify the defendants if it should finally be held that 
the injunction was erroneously granted. 


TicHENoR v. Dr. G. H. TicHEenor’s Antiseptic Co. 
(156 S. R. 194) 


Supreme Court of Louisiana 
July 2, 1934 


Trape-Names—Unram Competirion—“Dr. G. H. Ticnenor’s ANTISEPTIC 
RerricerantT’—Ricut to Use Surname—Errecr or Contract. 

Where defendants obtained by contract with Dr. G. H. Tichenor 

the exclusive right for a term of thirty years to the control and man- 
agement of a chemical compound known as “Dr. G. H. Tichenor’s 
Antiseptic Refrigerant,” together with all trade-mark and other rights 

in and to said preparation and the exclusive sale of same, plaintiff, 
son of the said Doctor Tichenor, held not entitled at the latter’s death 

to enjoin defendants from the use of the said trade-mark, on the 
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ground that he was without sufficient interest in the subject matter of 

the contract, and moreover, had not suffered any damage from its 

performance. 

In equity. Action for alleged unfair competition to restrain the 
use of a trade-name. From a judgment dismissing the action, 
plaintiff appeals. Affirmed. 


Marion J. Epley, Jr., and Sydney J. Parlongue, both of New 
Orleans, La., for appellant. 

Terriberry, Young, Rault § Carroll, of New Orleans, La., for 
appellee. 


Opom, J.: Plaintiff is a physician and bears the name of his 
father, who was also a physician. Dr. G. H. Tichenor, Sr., died in 
1923. His son, the plaintiff, is now, and has been for many years, 
practicing medicine in this state and elsewhere, under the name of 
Dr. G. H. Tichenor. On June 29, 1905, plaintiff’s father, Dr. 
G. H. Tichenor, Sr., entered into a contract with Arthur D. Parker 
and William R. Irby, paragraph 1 of which reads as follows: 


That said party of the first part (Doctor Tichenor) hereby grants unto 
the parties of the second part (Parker and Irby) for a term and period 
of thirty (30) years, commencing July 1, 1905, and ending July 1, 1935, 
the sole and absolute control and management of the chemical compound 
known as “Dr. G. H. Tichenor’s Antiseptic Refrigerant,” registered at 
the United States Patent Office in the year 1882, together with all trade- 
marks, patents and other rights in and to said refrigerant, and the sale 
of the same, this including the entire and exclusive right to sell and com- 
pound. And the said party of the first part hereby binds himself not 
to manufacture said compound, or to allow the same to be manufactured 
to the use of any other person or persons during said period. 


Paragraph 2 of the contract stipulates that Doctor Tichenor is 
to compound or have compounded said antiseptic refrigerant at such 
times and in such quantities as the said Parker and Irby may re- 
quire, the labor and materials necessary to be supplied by said 
Parker and Irby, said refrigerant to be compounded or manufac- 
tured at factories by them provided in the city of New Orleans, La. 

Paragraph 38 of the contract provides 


that for and in consideration of the services to be rendered and the rights 
granted as above set forth, the parties of the second part bind and obligate 
themselves to pay to the party of the first part the sum of five thousand 
($5,000) dollars per annum, payable in equal monthly installments . . . 
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on the first day of each and every month during the term of said con- 
tract,” and “in addition to said monthly installments, the said parties of 
the second part shall, from and after July 1, 1916, pay to the party of 
the first part a royalty of two (2) percent on alli gross sales exceeding 
fifty thousand ($50,000) per annum, said royalty to be paid yearly, etc. 


Paragraph 5 provides that 


should the parties of the second part fail to pay the amounts as above 
stipulated within thirty (30) days after due notice, this contract shall 
terminate. 


Paragraph 6 provides that 


the party of the first part does during the term of this contract, grant 
to the parties of the second part the sole and exclusive right to the use 
of his name in connection with proprietary medicines and chemical com- 
pounds which shall have been approved by him and will not during the 
term of this contract allow the use of his name by anyone except the 
parties of the second part, in connection with any other chemical com- 
pound or medicinal preparation, and he will allow the use of his name 
in any suits brought to protect any trade-marks and patents and other 
rights pertaining to said refrigerant or in the prosecution of any in- 
fringers upon any trade-marks, patents and other rights, as aforesaid. 


The contract further provides in paragraph 7 that Doctor Tiche- 
nor will, forthwith, organize a corporation 
to which he will transfer all his rights in and to any trade-marks and 
patents pertaining to said antiseptic refrigerant and also in and to all 
rights of any nature whatsoever which he may have pertaining to such 
refrigerant; said transfer to be made subject to his contract and with 


the distinct assumption by said corporation of all the obligations of the 
party of the first part under this contract. 


It is further provided in section 7 that said Parker and Irby 
shall cause another corporation to be organized 
to which they will transfer this contract, and to which corporation shall 
be assigned all the rights of the parties of the second part under this 
contract, and which corporation shall assume all the obligations of the 
parties of the second part under this contract. 

Plaintiff attached the said contract to his petition and made it a 
part thereof, and, after setting out substantially the above recitals, 
he alleged that Dr. G. H. Tichenor, Sr., organized a corporation 
styled the “Dr. G. H. Tichenor Company, Ltd.,” which had as its 
objects and purposes to own and control the formula for making 
the chemical compound known as Dr. G. H. Tichenor’s Antiseptic 
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Refrigerant and to own and control all trade-marks, labels, patents, 
and designs relating thereto; to lease and sell the same, etc. 

It is further alleged that all rights and liabilities under the con- 
tract above referred to were “attempted to be transferred to said 
corporation” by Doctor Tichenor. 

It is further alleged that said Parker and Irby caused to be 
organized a corporation styled the “Dr. G. H. Tichenor’s Antiseptic 
Company,” the objects and purposes of which were to “manufacture 
and sell proprietary medicines and chemical compounds and espe- 
cially the chemical compound known as ‘Dr. G. H. Tichenor’s Anti- 
septic Refrigerant.’ ”’ 

These are the corporations contemplated and referred to in 
paragraph 7 of the contract; the latter being the defendant in this 
case. 

It is further alleged that all the rights and liabilities of Parker 
and Irby under the said contract “were attempted to be transferred 
to and assumed by said Dr. G. H. Tichenor’s Antiseptic Company,” 
as provided in the contract. 

Plaintiff alleged in paragraph XII of his petition that the con- 
tract entered into between Doctor Tichenor, Sr., party of the first 
part, and Parker and Irby, parties of the second part is one “‘seek- 
ing their own pecuniary advantages by impairing legitimate trade 
rivalry and with intent to plunder the public in the State of Louisi- 
ana and the United States and is illegal, null and void under the 
laws of this state and the United States.” 

And in paragraph XIII it is alleged that the assumption of said 
contract by either of said corporations was an ultra vires act on 
the part of either or both said corporations and of no force or effect 
whatever. 

It is alleged that the agreement to pay 2 percent commissions 
with the agreement that the antiseptic refrigerant should be com- 
pounded at such times and in such quantities as Parker and Irby 
should require are potestative conditions “which are in the power of 
said Irby and Parker and/or the Dr. G. H. Tichenor’s Antiseptic 
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Company to bring about or hinder under the terms of the aforemen- 
tioned contract, and invalid under the laws of this state.” 

In paragraphs XV and XVI of the petition it is alleged in sub- 
stance that the contract entered into by Doctor Tichenor was with- 
out adequate consideration, and that his personal services were not 
assignable to another, and, in the alternative, it is alleged in para- 
graph XVII that, should the court hold that the contract was based 
upon a valuable and valid consideration, the consideration failed, 
and the contract terminated at the death of Doctor Tichenor on 
January 14, 1923. 

In subsequent paragraphs, plaintiff alleges that, although his 
father died in 1923, the defendant company is still manufacturing 
and selling said antiseptic refrigerant under its original name, and is 
advertising on labels and otherwise that said compound is “Dr. G. 
H. Tichenor’s Antiseptic Refrigerant’”’ and that same is “Prepared 
by Dr. G. H. Tichenor,” well knowing that the Doctor Tichenor who 
originated the formula is dead, and knowing that plaintiff bears the 
same name and that he is also a physician and practices his pro- 
fession under the style of “Dr. G. H. Tichenor’” and “G. H. Tiche- 
nor, M. D.”; that the use of said name, labels, trade-marks is de- 
ceptive and highly injurious and prejudicial to plaintiff, in that the 
members of the medical profession and the public generally look 
upon and refer to him as a manufacturer of patent medicines, and 
that this injures his standing as a physician and is detrimental to 
his practice. 

It is further alleged that the defendant company’s use of plain- 
tiff’s name is illegal and fraudulent and without his consent, and 
that said company has profited, and is now profiting, by the use of 
his name, and, to quote from paragraph XXVI of the petition, the 
said company has unjustly enriched itself by the use of his name 


to the extent of the profits derived by defendant from said use of said 
name, and that your petitioner is entitled to an accounting of all profits 
so derived by defendant, which petitioner believes will exceed three hun- 
dred thousand ($300,000) dollars, and that after such accounting that 
defendant be ordered to pay all such profits to your petitioner. 


In paragraph XXVII of the petition it is alleged that plaintiff 
has been injured in his dignity and reputation as a physician in this 
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city and state and in the states of Texas, Colorado, and Kentucky, 
and that his business has been greatly decreased, and that his 
rights of privacy in and to his legal name have been violated by the 
defendant corporation, and that defendant has infringed upon 
his property right in and to his lawful name and title, and that 
defendant has caused him great mental anguish, and that, “in 
addition to an accounting and judgment for all profits derived 
through said use of petitioner's name, that he is entitled to addi- 
tional and/or special damages in the sum of One Hundred and Fifty 
Thousand ($150,000.00) Dollars itemized as follows, to wit: 


(1) Violation of rights of privacy $10,000. (2) Infringement of property 
right of petitioner in his name $20,000. (3) Loss of professional reputa- 
tion and resulting in loss of business in four states $80,000. (4) Loss of 
dignity and reputation as a physician $20,000. (5) Mental anguish $10,000. 
Total $150,000. 

Especially reserving his rights to proceed against Parker and 
Irby or their heirs and assigns for any and all damages and injuries 
caused to him by the aforementioned acts on their part, plaintiff 
prayed as follows: 


Wherefore petitioner prays that the said G. H. Tichenor Antiseptic 
Company, be duly cited . . . . and that after due proceedings had, that 
said defendant be condemned to render unto your petitioner, Dr. G. H. 
Tichenor, an accounting of all profits derived through use of his name, 
and be ordered to pay said profits to your petitioner, and that in addition 
thereto that said defendant be ordered to pay unto your petitioner the 
sum of one hundred and fifty thousand ($150,000) dollars damages and 
all costs of this court, and for all general and equitable relief. 

The defendant corporation excepted to plaintiff's petition on 
the ground that it set out no legal right or cause of action. The 
exception was sustained, plaintiff’s suit was dismissed, and he 
appealed. 

The object or purpose of plaintiff is twofold. He alleges that 
the contract entered into between Dr. G. H. Tichenor, Sr., and 
Arthur D. Parker and William R. Irby on June 29, 1905, was 
illegal, null, and void, and asks that it now be set aside, and, alleging 
that he has been injured by the use of his name in connection with 
the manufacture, advertisement, and sale of the compound known 
as “Dr. G. H. Tichenor’s Antiseptic Refrigerant,” he prays for 


damages. 
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Counsel for plaintiff say in their brief that said contract was 
null and void for four reasons: (1) That it was a personal con- 
tract and ended with the elder Doctor Tichenor’s death; (2) that 
the contract was based on a potestative condition; (3) that the con- 
tract violates an express statutory provision; and (4) that the con- 
tract was void for want of sufficient consideration. 

We find it unnecessary to discuss these points, for the reason 
that plaintiff’s petition fails to disclose the slighest interest in the 
subject-matter of the contract. He was a stranger to the transac- 
tion. He does not allege, and there is nothing whatever in his 
petition to indicate, that he had or owned any interest in the formula 
for making the chemical compound known as Dr. G. H. Tichenor’s 
Antiseptic Refrigerant or the patent rights relating thereto; these, 
together with the personal services of the elder Doctor Tichenor, 
forming the subject-matter of the contract. The petition affirma- 
tively shows that plaintiff's father owned the formula and the patent 
rights, and further that, after he contracted to turn them over to 
Parker and Irby, who in turn with Doctor Tichenor’s consent and 
approval turned them over to the defendant corporation, he lived 
up to his contract to the date of his death, nearly twenty years 
later, and that the contract, by consent of all parties concerned, was 
in force and effect on the date this suit was filed. 

Plaintiff does not allege, and there is nothing in his petition to 
indicate, that his purpose in attacking the contract and asking that 
it be set aside is to have the formula and patent rights put back into 
the succession of his father so that he may acquire by inheritance 
or as legatee an interest therein. He does not sue as heir or legatee. 
Being a stranger to the contract and having no interest therein, he 
cannot be heard to question its validity. Article 15 of the Code of 
Practice says that “an action can only be brought by one having 
a real and actual interest which he pursues.” 

In Quaker Realty Co. v. Labasse, 131 La. 996, 60 So. 661, 664, 
Ann. Cas. 1914A, 1073, this court said: 


The principle that one without pecuniary interest has no judicial 
standing runs all through our jurisprudence; it is founded upon simple 
plain common sense; it is formulated in Article 15 of the Code of Prac- 
tice, reading, “An action can only be brought by one having a real and 
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actual interest which he pursues”; and it has been enforced by this court 
in a very large number of cases. 

The above was quoted with approval in Waterhouse v. Star 
Land Co., 189 La. 177, 71 So. 358, and in Succession of Flynn, 
161 La. 707, 109 So. 395, 396, the court said: 

No one is permitted to question the right of another in respect to 
a certain subject-matter unless he has a legal interest therein himself. 

As to plaintiff’s injury and damage resulting from defendant’s 
use of his name, it is clear that he cannot recover, even if he could 
show that he has been damaged for that reason. He attached to 
and made a part of his petition the contract entered into by his 
father, whose name was G. H. Tichenor, the same as plaintiff's. 
In the contract it was stipulated that the parties of the second part, 
meaning Parker and Irby, and their transferees, should have the 


sole and exclusive right to the use of his (Doctor Tichenor’s) name in 
connection with proprietary medicines and chemical compounds which 
shall have been approved by him and will not, during the term of this 
contract, allow the use of his name by anyone except the parties of the 
second part in connection with any other chemical compound or medicinal 
preparation, and will allow the use of his name in any suits brought to 
protect any trade-marks and patents and other rights pertaining to said 
refrigerant, etc. 

The contract was for thirty years, and has not yet expired. 
Under it, this defendant has the clear legal right to use the name 
“Dr. G. H. Tichenor” in the manufacture, advertisement, and sale 
of the compound, and cannot be penalized for doing so. 

For the reasons assigned, the judgment sustaining the exception 
of no right or cause of action and dismissing the plaintiff's suit is 
affirmed. 


Witentz, Arty. Gen. v. Crown Launpry Service, INnc., ev AL. 
(172 A. $81) 


Court of Chancery of New Jersey 
April 27, 19384 
Unram Competirrion—Price Currinc—Srate Srartvure. 
Under the New Jersey Industrial Recovery Act of 1933, Codes of 


Unfair Competition were made effective and a Code Authority appointed 
to carry out their provisions, one of which prescribes minimum prices 
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for laundry service. Defendant did laundry work at a price lower 
than that prescribed by the code. Held that, in as much as price 
cutting by itself has never been considered unfair competition, and as 
there was doubt whether the legislature intended to grant to the Code 
Authority power to fix minimum prices, the application for injunction 
should be denied. 
. In equity. Action for alleged unfair competition in doing 
laundry work at prices lower than those specified in the New Jersey 
Code of Fair Competition. On application for interlocutory in- 


junction. Denied. 


J. Raymond Tiffany, of Hoboken, N. J., Asst. Atty. Gen., for 


complainant. 
Syllabus by the Court 


1. The rule that a complainant cannot have a preliminary in- 
junction when the right on which he founds his claim is subject to 
serious doubt applies when complainant relies on a statute, the con- 
stitutionality or interpretation of which is an unsettled legal 
problem. 

2. When the state, by the Attorney General, seeks the aid of the 
court, its right to relief is usually determined in accordance with 
the ordinary rules for the administration of justice. 

3. The New Jersey Recovery Act, chapter 372 of the Laws of 
1933 (Comp. St. Supp. §§ *225-3 to *225-12) authorizes indus- 
trial groups to propose, and the Governor to approve, a set of rules 
defining what is unfair competition and what is fair competition, 
forbidding the former and sanctioning the latter. 

4. Statutes in derogation of common-law rights are to be strictly 
construed, and the court should not infer that the Legislature in- 
tended to alter the common-law principles further than is clearly 
expressed or than the case absolutely requires. 

5. It will not be presumed, in the absence of explicit, unambigu- 
ous language, that the Legislature intended to grant to the Governor 
or to any subordinate body, such as the code authority, power to 
fix minimum prices below which businessmen cannot lawfully sell 
their goods or services. 
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6. Because of the doubt whether chapter 372 of the Laws of 
1933 (Comp. St. Supp. §§ *225-3 to *225-12) grants to the code 
authority power to fix minimum prices, defendant will not be re- 
strained pending final hearing from selling below such minimum 
prices. 


Bicetow, V. C.: Last November a number of men, of whom 
several composed the board of directors of the New Jersey Laundry 
Owners Association and the others, though not members of the Asso- 
ciation, were engaged in the laundry business, issued their edict 
that no laundryman in this state should perform a certain class of 
laundry service for a charge of less than four cents per pound for 
washing and six cents additional for ironing. The defendants, in 
defiance of the mandate, are doing laundry work of the class 
specified at eight cents a pound. The Attorney General files this 
bill to compel compliance by defendants, and he asks that they be 
restrained, pending the suit, from charging less than minimum prices 
so fixed. 

The first inquiry searches the source of the authority asserted 
by the men who have undertaken thus to regulate laundry charges. 
The Attorney General points to chapter 372 of the Laws of 1933, 
of which the short title is the New Jersey Industrial Recovery Act 
(Comp. St. Supp. §§ *225-3 to *225-12), and especially to the pro- 
vision which empowers the Governor to promulgate codes of fair 
competition. It appears from the bill that such a code for the 
laundry industry was approved by the Governor October 26, 1933; 
that the code sets up a committee called the code authority, and 
authorizes the code authority to prescribe minimum prices for 
laundry service; that the men whom I first mentioned constitute the 
code authority for the laundry industry; and that their edict which 
has been disregarded by defendants was made pursuant to the pro- 
visions of the laundry code. 

It is the general rule that a complainant cannot have a prelimi- 
nary injunction when the right on which he founds his claim is 


subject to serious doubt. The rule applies when complainant relies 
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on a statute, the constitutionality or interpretation of which is an 
unsettled legal problem. Atlantic City Water-Works v. Consumers 
Water Co., 44 N. J. Eq. 427, 15 A. 581. And when the state, by 
the Attorney General, seeks the aid of the court, its right to relief 
is usually determined in accordance with the ordinary rules for the 
administration of justice. 59 C. J. 315. 

If the statute does not authorize the creation of a code authority 
or if it does not empower the code authority to fix prices, then 
the very foundation of the bill crumbles. On scanning the statute, 
it appears that there is no mention of any such body as a code 
authority. The provisions on which complaint directly relies are 
found in section 3 (Comp. St. Supp. § *225-5), which enacts that it 
shall be lawful for an industrial group to agree “‘upon a code or 
codes of fair competition for the trade or industry, or subdivision 
thereof, represented by them,” and that the Governor, under certain 
circumstances, “may approve any such code or codes of fair com- 
petition in intrastate commerce in this State.” Section 5 (Comp. 
St. Supp. § *225-7) provides that a code so approved shall be bind- 
ing upon all persons engaged in the industry, and that “the pro- 
visions of any such code or agreement shall be the standards of 
fair competition for such trade or industry.” A violation of the 
provisions of the code is a misdemeanor. The Court of Chancery is 
vested with jurisdiction at the suit of the Attorney General to 
restrain violations of the code. Section 6 (Comp. St. Supp. § 
*225-8). 

By the word “code” is usually meant a compilation or revision 
of a body of law. A broader definition is a system of rules. The 
New Jersey Recovery Act authorizes industrial groups to propose, 
and the Governor to approve, a set of rules defining what is unfair 
competition and what is fair competition, forbidding the former and 
sanctioning the latter. It does not expressly authorize, and it does 
not seem to contemplate, the creation by code of any subordinate 
tribunal to administer or interpret the rules or to make additional 
regulations. The Legislature apparently intended that the rules 
constituting the code should themselves be the standard of competi- 
tion and that they should be enforced and carried into effect by 
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indictment or by the injunction of chancery. Certainly, enough 
doubt appears relative to the establishment of the code authority to 
forbid the granting of an interlomutory injunction. 

There is a further difficulty. “Statutes in derogation of com- 
mon-law rights are to be strictly construed, and we are not to infer 
that the Legislature intended to alter the common-law principles 
further than is clearly expressed, or than the case absolutely re- 
quired.” Tinsman v. Belvidere Delaware R. R. Co., 26 N. J. Law, 
148, 167, 69 Am. Dec. 565. No common-law right has been more 
firmly established or more treasured than the right of the individual 
to sell his goods or his services at whatever price he and the pur- 
chaser might agree upon. Indeed, a few years ago every court in 
the land would have held that a statute abrogating that right, except 
in the case of a business or property affected with a public interest, 
would deprive the individual of his property without due process of 
law, and therefore be void. Tyson v. Banton, 273 U. S. 418, 47 
S. Ct. 426, 71 L. Ed. 718, 58 A. L. R. 1236; Ribnik v. McBride, 
277 U. S. 350, 48 S. Ct. 545, 72 L. Ed. 913, 56 A. L. R. 1827; 
Williams v. Standard Oil, 278 U. S. 235, 49 S. Ct. 115, 73 L. Ed. 
287, 60 A. L. R. 596. Doubtless judicial conceptions of the power 
of the Legislature to restrict the individual’s liberty of contract 
have been undergoing a change in recent years. Nebbia v. People 
of State of New York, 291 U. S. —, 54 S. Ct. 505, 78 L. Ed. —, 
89 A. L. R. 1469. Doubtless legislative power, usually dormant, 
may be recalled to activity by the stress of the times. Home B. & 
L. Association v. Blaisdell, 290 U. S. 398, 54 S. Ct. 231, 78 L. Ed. 
—, 88 A. L. R. 1481. But, even granting to the Legislature the 
utmost power which has been claimed for it, it must still be con- 
ceded that the exercise of such power requires explicit, unambiguous 
language. It will not be presumed in the absence of such language 
that the Legislature intended to grant to the Governor or to any 
subordinate body, such as the code authority, power to fix minimum 
prices below which businessmen of New Jersey cannot lawfully sell 
their goods or services. I turn again to chapter 372. “Fair com- 
petition,” the only authorized subject of the code, may be taken as 


the opposite of “unfair competition,’ a term which has long been 
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employed by the courts. It has generally been understood to mean 
a form of competition involving deception of the public as by the 
imitation of trade-names, labels, etc. The United States Supreme 
Court, referring to the Federal Trade Commission Act (15 U. S. 
C. A. § 41 et seq.), has said: 


The words “unfair method of competition” are not defined by the 
statute and their exact meaning is in dispute. It is for the courts, not 
the commission, ultimately to determine as matter of law what they 
include. They are clearly inapplicable to practices never heretofore 
regarded as opposed to good morals because characterized by deception, 
bad faith, fraud, or oppression, or as against public policy because of 
their dangerous tendency unduly to hinder competition or create monopoly. 
The act was certainly not intended to fetter free and fair competition 
as commonly understood and practiced by honorable opponents in trade. 

Federal Trade Commission v. Gratz, 253 U. S. 421, 40 S. Ct. 
572, 575, 64 L. Ed. 993 [10 T.-M. Rep. 295]; Federal Trade Com- 
mission v. Raymond Bros.-Clark Co., 263 U.S. 565, 44 S. Ct. 162, 
68 L. Ed. 448, 30 A. L. R. 1114. Price cutting, by itself, has never 
been considered unfair competition. Sears, Roebuck v. Federal 
Trade Commission (C. C. A.), 258 F. 807, 6 A. L. R. 358 [9 T.-M. 
Rep. 399]. 

The subject of prices is mentioned only once in the New Jersey 
Recovery Act; namely, in section 7 (Comp. St. Supp. § *225-9), 
“whenever the Governor shall find that destructive wage or price 
cutting or other activities contrary to the policy of this act are being 
practiced in any trade” and “shall find it essential to license business 
enterprises in order to make effective a code of fair competition,” no 
one shall carry on business in such trade without obtaining a license. 
This provision indicates that destructive price cutting is contrary 
to public policy and that it may render ineffective a code of fair 
competition and it provides the remedy, namely, licensing. But 
it is doubtful whether from this provision may be clearly inferred 
a grant of authority to the code authority to fix minimum prices. 

The Attorney General points out that the statute makes numer- 
ous references to the National Industrial Recovery Act, approved 
June 16, 1933 (48 Stat. 195), and to codes promulgated thereunder, 
and states the policy of New Jersey to cooperate in the furtherance 
of the objects and purposes of title 1 of the federal law (section 1 
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et seq. [15 U. S.C. A. § 701 et seg.]). That title also fails to men- 
tion or provide for any code authority or similar body, and it men- 
tions prices only once; namely, in a clause similar to the one found 
in the state act. When the state statute was adopted September 5, 
1938, five national codes had already been approved by the President 
—cotton textiles, lumber, petroleum, iron and steel, automobile 
manufacturing industry—each providing for an administrator, and 
three of the codes containing price-fixing provisions. It is argued 
that our Legislature accepted this practical construction of the 
federal statute and that the New Jersey act should be construed 
accordingly. But this argument, though it might prevail at final 
hearing, is not so obviously sound as to carry the present motion. 
Because of the doubt whether the Legislature intended to grant to 
the code authority power to fix minimum prices, the application for 
an interlocutory injunction must be denied. 


Dett Pusuisuine Co., Inc. v. Norwoop Pusiisuina Company, 
INc., ET AL. 


New York Supreme Court, New York County 
June 26, 1934 


Trave-Marks aNnp Unrairn Competrrion—Macazine Tirtes—“Movie Hv- 
mor” ann “Firm Fun”—Non-conFriictine Marks. 

The words “Movie Humor,” used as a magazine title, held not to 
be deceptively similar to the name “Film Fun,” used as the title of a 
competing publication. 

Unram Competirion—Periopicat Covers—ConFrusine FEature. 

In the case at issue where, notwithstanding that the titles of the 
respective magazines were not confusingly similar, certain features 
appearing on defendants’ cover page were similar to those shown on 
plaintiff's cover page, held that defendants should be restrained from 
using said features pending final hearing. 


In equity. Action for alleged unfair competition in the use of 
a similar magazine cover. ‘Temporary injunction granted. 


Levisohn, Niner § Levisohn, (Edwin Levisohn, of counsel) of 
New York City, for plaintiff. 
Louis H. Solomon, of New York City, for defendants. 
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Levy, J.: Plaintiff, the publisher of a magazine known as Film 
Fun, seeks a temporary injunction against the defendants, who 
have just begun the publication of a magazine known as Movie 
Humor. The ground of the injunction is unfair competition. An 
inspection of the two magazines seems to indicate a decided attempt 
to imitate or copy features of the older magazine. There is no 
doubt that such effort is deliberate and might even be characterized 
as flagrant were it beyond the realms of what is permissible in law. 
If the two magazines were addressed to illiterates to whom the 
pictures were the sole basis of appeal, plaintiff would undoubtedly 
be entitled to an injunction against defendants. Magazines, how- 
ever, are generally purchased by name and not by inspection of the 
contents. Notwithstanding the fact that defendants’ title Movie 
Humor may be a paraphrase of Film Fun, it does not constitute an 
infringement within the doctrine of unfair competition. In that 
respect the principles are similar to those which I discussed in 
Street § Smith Publications, Inc. v. Phantom Detective, Inc. (N. Y. 
L. J., March 22, 1933), in which I said as follows: 


On the face of things, no purchaser is likely to buy “The Phantom 
Detective” in the belief that he is buying “The Shadow Magazine.” It 
may be that the features or ideas borrowed add to the salability of 
defendant’s magazine, but the law, in the absence of a legal monopoly by 
plaintiff and in the absence of likelihood of confusion between the two 
products, does not regard this as unfair competition. 

Film Fun, plaintiff’s publication, carries a notation that text, 
illustration and photographs in it are copyrighted. It would seem 
that in respect of the contents plaintiff has a remedy against de- 
fendants for infringement of copyright, but this phase is outside 
of the jurisdiction of the state courts. 

I may say, however, that the characteristics of plaintiff’s cover 
seem to have become associated with its publication. Bearing in 
mind the manner in which a purchaser frequently picks up a 
magazine as displayed on the newsstand, possibilities of deception 
exist. If a purchaser does not look at the title itself, the rest of 
the cover will undoubtedly suggest plaintiff's magazine when one 
is looking merely casually at defendants’. Thus, the very method 
in which the price “20c.” is printed, the descriptive letters under 
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the photograph on the cover, followed by the exclamation point, 
are elements which undoubtedly tend to confusion. The possibili- 
ties in that direction are aggravated by the identity of format 
of the two publications and the equal number of pages. Pending 
the trial, therefore, defendants will be restrained from carrying 
on their cover features which will tend to confuse their publication 
with that of the plaintiff. Among the features defendants will 
be definitely restrained from carrying, are the notations of the 
price in the relative position it occupies on the cover and in its 
peculiar lettering, and the form of the slogan under the picture. 
Other features to avoid confusion may be suggested upon the settle- 
ment of the order. Obviously, if defendants should change their 
format so as to make it different from plaintiff's, the need for much 
further differentiation would be eliminated. 

The motion is granted to the extent indicated upon plaintiff's 
furnishing an undertaking in the sum of $1,000. 


Gates v. Gates Coat Co., Inc. 
(174 A 3) 


Supreme Court of Pennsylvania 


July 18, 1934 


Unram Competirion—Passine Orr. 

It is well settled that no one may, by imitation or unfair device, 
induce the public to believe that the goods that he offers for sale are 
the goods of another and thereby appropriate the value of a reputation 
which the other has acquired for his own goods. 

Unram Competition—Use or Same Surname—Ricur to Use—Limrrartions. 

The right to use one’s own name in his business is subject to the 
proviso that he shall not resort to any artifice or contrivance for the 
purpose of producing the impression that his business is identical with 
another’s, or do anything calculated to mislead. 

Unrair Competirion—Ricuat iv Own Name—ALIeEnaTION BY CONTRACT. 

It is true that anyone may deprive himself of the use of his own 
name by contract. 

Unram Competrrion—Ricut to Use Surname as Part or Corporate 
NaME. 

In the absence of contract, fraud or estoppel, any man may use his 
own name in all legitimate ways and as the whole or a part of a cor- 

porate name. 
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Unrair Competirion—“Gartes”—Use or Same SURNAME IN NON-CONFLICT- 
inc Bustness—INJuUNCTION—A PPEAL—REVERSAL. 

Plaintiff, John H. Gates, trading as John H. Gates Coal Company, 
was for twenty-two years engaged in the retail coal business in Dauphin 
County, Pennsylvania, the whole of which business he acquired in 1924 
on the death of his father. The defendant, plaintiff’s brother, in said 
year began the business of selling coal at wholesale in Pennsylvania 
and adjacent states, only 2 percent of such sales being made in Dauphin 
County. In as much as plaintiff claimed no pecuniary loss because 
of the use of the same surname by defendant, only some inconvenience 
in telephone and mail communications being shown, held that the 
evidence was not sufficient to warrant requiring defendant to change 
its corporate name. 

In equity. Suit for an injunction requiring defendant to change 
its name. From a final decree defendant appeals. Reversed, and 


case remitted with directions to dismiss the bill. 


William H. Neely, of Harrisburg, Pa., for appellant. 
John W. Jacobs, David M. Wallace, and Henry E. Harner, all 
of Harrisburg, Pa., for appellee. 


Before Trexuier, P. J., and Ketter, CUNNINGHAM, BaLpRIGE, 
StTapTFELpD, Parker, and James, JJ. 


Parker, J.: The defendant has appealed from a decree of the 
court below sustaining the principal averments of a bill filed by 
John H. Gates, trading as John H. Gates Coal Company, and issu- 
ing an injunction, the effect of which was to require Gates Coal 
Company, Inc., a Pennsylvania corporation, to change its name. 

As the findings of fact by the chancellor are sustained by com- 
petent evidence and as there is but one assignment of error as to 
findings of fact and that not material to the question involved, we 
will state the facts as found. John H. Gates for twenty-two years 
had been actively engaged in conducting a retail coal business in 
Dauphin County with am office in Harrisburg. Until 1921 he was 
in partnership with his father, and thereafter was associated with 
his father’s legal representatives until 1924, when he acquired the 
interest of the estate of his father. Since that time he has been the 
sole owner of the business, and has traded under the name “John H. 
Gates Coal Company,” and since November, 1918, that name has 
been registered under the Fictitious Name Act of 1917, P. L. 645 
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(see 54 P. S. § 21-24). He has used a trade-mark, “Gates Clean 
Coal.’ J. Warren Gates, a brother of the plaintiff, was employed 
in this business until 1924, when he embarked in the business of 
selling coal at wholesale in Pennsylvania and four or five other 
states. In November, 1931, J. Warren Gates became one of the in- 
corporators of the Gates Coal Company, Inc., being the principal 
stockholder and the owner of 98 percent of the stock. Since the in- 
corporation, he has followed the same line of business at the same 
place. Only a small proportion, 2 percent, of his sales were for 
performance in the County of Dauphin. This corporation has not 
engaged in the retail coal business “and is not in competition with 
plaintiff’s business,” but by the terms of its charter is authorized to 
engage in a retail business. The plaintiff has not suffered any 
financial loss as a result of the organization of the defendant com- 
pany, and did not learn of its incorporation until after the charter 
was granted. 

It is well-settled rule that no one shall, by imitation or unfair 
device, induce the public to believe that the goods he offers for 
sale are the goods of another and thereby appropriate to himself the 
value of a reputation which his rival has acquired for his own 
merchandise. This prohibition against unfair competition has ex- 
tended to the use of a rival's packages, names, insignia, or other 
distinctive title or mark. 26 R. C. L. 875. 


There are two classes of cases involving judicial interference with the 
use of names: First, where the intent is to get an unfair and fraudulent 
share of another’s business; and second, where the effect of defendant’s 
action, irrespective of his intent, is to produce confusion in the public 
mind, and consequent loss to the complainant. In both cases the courts 
of equity administered relief without regard to the existence of a technical 
trade-mark. American Clay Mfg. Co. v. American Clay Mfg. Co. of New 
Jersey, 198 Pa. 189, 193, 47 A. 936; North Cheshire, etc. v. Manchester 
Brewing Co., L. R. Appealed Cases 83. 


The rule just stated is, however, frequently modified by an 
equally well-settled principle giving one the benefit of the use of 
his own name. 


Every man has the absolute right to use his own name in his own 
business, even though he may thereby interfere with or injure the business 
of another person bearing the same name, provided he does not resort to 
any artifice or contrivance for the purpose of producing the impression 
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that the establishments are identical, or do anything calculated to mislead. 
Where the only confusion created is that which results from the similarity 
of the names the courts will not interfere. A person cannot make a trade- 
mark of his own name, and thus obtain a monopoly of it which will debar 
all other persons of the same name from using their own names in their 
own business. Meneely v. Meneely, 62 N. Y. 427, 431, 20 Am. Rep. 489. 

The right to use one’s own name is, nevertheless, subject to the 
proviso that he shall not resort to any artifice or contrivance for the 
purpose of producing the impression that the establishments are 
identical, or do anything calculated to mislead. Such inconvenience 
or loss as may result from an honest use of a person’s name in his 
business, by reason of its interference with the business of another 
having the same name, is regarded as damnum absque injuria. 
Russia Cement Co. v. Le Page, 147 Mass. 206, 208, 17 N. E. 304, 
9 Am. St. Rep. 685. It is also true that one may deprive himself 
of his right to use his own name by contract. These principles are 
quoted and approved in the case of Seligman v. Fenton, 286 Pa. 
872, 138 A. 561, 47 A. L. R. 1186, and are applicable to the use of 
the family or surname alone. 

There remains for consideration the right of an incorporator to 
use his own name as the whole or part of a corporate name. In the 
case of Howe Scale Co. v. Wyckoff, Seamans § Benedict, 198 U. S. 
118, 136, 25 S. Ct. 609, 612, 49 L. Ed. 972, Mr. Chief Justice 
Fuller thus answers the question: 


But if every man has the right to use his name reasonably and honestly, 
in every way, we cannot perceive any practical distinction between the 
use of the name in a firm and its use in a corporation. It is dishonesty in 
the use that is condemned, whether in a partnership or corporate name, 
and not the use itself. . . . We hold that, in the absence of contract, 
fraud, or estoppel, any man may use his own name, in all legitimate ways, 
and as the whole or a part of a corporate name. 

In that case, one of the questions involved was the right to use 
the word “Remington” as part of a corporate title and in trade in- 
signia. Franklin Remington was a son of one of the inventors of 
the Remington typewriter and had followed that line of business. 
He had sold out his interest in a company in which he was originally 
concerned to the complainants and then embarked in business for 
himself. There is a strong resemblance between the facts in that 


case and those in the one we have for consideration. Also see 
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Donnell v. Herring-Hall-Marvin Safe Co., 208 U. S. 267, 28 S. Ct. 
228, 52 L. Ed. 481, and Herring-Hall-Marvin Safe Co. v. Hall’s 
Safe Co., 208 U. S. 554, 28 S. Ct. 350, 52 L. Ed. 616; Stiz, Baer § 
Fuller Dry Goods Co. v. American Piano Co. (C. C. A.), 211 F. 
271 [4 T.-M. Rep. 246]; Lapointe Machine Tool Co. v. J. N. 
Lapointe Co., 115 Me. 472, 99 A. 348 [7 T.-M. Rep. 80]. 

The case of White v. Trowbridge, 216 Pa. 11, 64 A. 862, is also 
pertinent. While the question there was with relation to the use 
of a surname, it did not directly concern the use of such name as 
part of a corporate title. There Trowbridge, the inventor of choco- 
late chips, sold his interest in a partnership, including the “good- 
will, rights, property, etc.,”’ and subsequently made the word 
“Trowbridge” an important part of his advertising. It was held 
that a retiring partner, in the absence of an agreement to the con- 
trary, was not deprived of the right to use his own name in connec- 
tion with the conduct of his business by reason of the fact that his 
surname was a portion of the trade-mark used by the partnership of 
which he had been formerly a member. 

A leading case that questions the doctrine that the right to use 
one’s own name in business, notwithstanding the prior use of that 
name by others in a similar business, extends to a corporation of 
which he is promoter and member, is one cited by the appellee and 
the court below. Chas. S. Higgins Co. v. Higgins Soap Co., 27 
L. R. A. 42 (144 N. Y. 462, 39 N. E. 490, 43 Am. St. Rep. 769). 
The syllabus in that case goes much farther than the opinion, for it 
states baldly that the right to use one’s own name, notwithstanding 
the prior use of the name by others, does not extend to a corporation 
of which he is a promoter and member. The opinion as a whole 
does not support the summary. It is recognized in a number of the 
cases that even in the use of one’s own name it must be honestly 
used, and that artifice and deceit shall not be resorted to to mislead 
the public and attempt to reap the rewards of the efforts of others. 
In the Higgins Case, there was considerable testimony from which 
the court drew the inference that the name was adopted dishonestly. 
In the case we are considering, a very different situation is pre- 
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sented, and the plaintiff, both on the trial of the case and in his 
brief, disavows any intention of charging the defendant with any 
intent to take business away from him, and it was stated that the 
plaintiff ‘‘is not imputing fraud to his act in questioning his intent, 
but regardless of his intent, the purity of his motive, the only ques- 
tion for the court is whether the similarity of the names is such that 
a party is confused and uncertain as to whom he is dealing with.” 
This completely destroys the force of the Higgins Case as applicable 
to the situation present here. 

In the case of American Clay Mfg. Co. v. American Clay Mfg. 
Co. of New Jersey, supra, the Supreme Court recognized two 
grounds for awarding relief in cases of this general nature, to wit, 
intent to get an unfair and fraudulent share of another’s business, 
and, where there was not an evil intent, there was produced con- 
fusion in the public mind and consequent loss to the competitor. A 
Pennsylvania corporation sought to prevent a corporation organized 
under the laws of another state from using the name “American Clay 
Manufacturing Company,” and there was not involved a question of 
the right to use a family name, but rather a use of a previously 
appropriated artificial title. In other cases where the confusion 
and consequent loss to a competitor have been relied upon as 
grounds for relief, there was present an element of fraud and the 
second ground as resorted to as a makeweight rather than as an 
exclusive basis for relief. If the Higgins Case is authority for the 
proposition that the same rights to use a family name in an unincor- 
porated business do not extend to a corporation where the name in 
question is that of one of the corporators and promoters, it is 
directly contrary to our own cases of Seligman v. Fenton, supra, 
and White v. Trowbridge, supra. 

Here the plaintiff's business was almost exclusively retail in 
and around the city of Harrisburg, while the business of the de- 
fendant was wholesale and but 2 percent of his business was carried 
on in Dauphin County. The court found as a fact that the plaintiff 
had suffered no pecuniary loss and relied on the inconvenience in 
telephone and mail communications as a sole basis for its decree. 
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It is conceded by the defendant that some confusion has arisen 
by the use of the word “Gates,” and it is suggested that a change or 
addition should be made to the name that would otherwise distin- 
guish it. Both parties are engaged in the coal business, and “Coal” 
is certainly a proper part of the title of the business of each. They 
are likewise both entitled to use the word “Gates.” In any title of 
which “Gates” was a part there would be the same confusion as now 
exists. John H. Gates and J. Warren Gates were sons of the father 
who had established the business, and had both been reared in it 
and were entitled to all benefits therefrom, so long as they did not 
resort to artifice to obtain an unfair share of the trade or mislead 
the public. They are not competitors, no financial loss has been 
suffered by the plaintiff, and, under the circumstances, mere incon- 
venience was not, in our opinion, sufficient to warrant the interfer- 
ence of a court of equity to require the defendant to change its 
corporate name. Fair dealing would suggest to the parties con- 
cerned that they should each endeavor, not only for their own in- 
dividual interests, but in the interest of the other, to so conduct the 
business that confusion should be reduced to a minimum, but there 
is not here ground for equitable relief. 

Judgment of the lower court is reversed, and the case is remitted 
to the court below, with directions to dismiss the bill of costs of 
appellee. 


NortHwest Brewine Company v. Otympi1a Brewine ComPaNny 
Washington Supreme Court 
August 14, 1934 


Trave-Marks—INFRINGEMENT—“Otympic Cxus,” “It’s THE BEER” anp 
“Orympra Beer” anv “It’s tHe Water”—Conriictinc Marks. 
The trade-marks “Olympic Club Special” and “It’s the Beer,” held 
to be confusingly similar to the trade-marks “Olympia Beer” and “It’s 
the Water,” all marks being used on beer and malt products. 
Unram Competirion—TEesr. 
The universal test in cases of unfair competition is whether the 
public is likely to be deceived. Moreover, the rule is not different 
because the name or some part of it may be a geographical name. 
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Unram Competirion—Fravuputent Use or Trape-NamE. 

Unfair competition by the fraudulent use of a trade-name need 

not rest on the exclusive right in the plaintiff to the use of the name. 
Unram Competirion—Use or Srmirar Trape-Marxs—DeEcerrion OF THE 
PUBLIC. 

Where appellant had adopted as a trade-mark for its beer and malt 
products the name “Olympia Beer” and the phrase “It’s the Water” 
and had built up a large business in said goods in the State of Wash- 
ington and adjoining territory, the adoption and use by respondent of 
the designations “Olympic Club Special” and “It’s the Beer” as trade- 
marks for similar products, held unfair competition and was enjoined. 


In equity. Action for trade-mark infringement and unfair com- 


petition. From a judgment of the lower court in favor of plaintiff, 
defendants appeal. Affirmed. 


Hotcoms, J.: A motion made for the first time in brief of re- 
spondent to strike the statement of facts because no abstract has 
been served or filed, as provided by statute and by Rule VI of the 
Supreme Court, is now denied as not well taken. 

The statement of facts contains but 106 pages, including two 
pages of index and the certificate of the trial judge. The overplus 
in the statement of facts is so insubstantial as not to justify the 
granting of the motion, especially when made for the first time in 
the briefs. State ex rel. State Bank of Seattle v. Scott, 102 Wash. 
510, 173 Pac. 498; Schirmer v. Nethercutt, 157 Wash. 172, 288 
Pac. 265. 

Respondent brought this action against the Secretary of State 
and appellant for injunctive relief and to compel cancellation of 
appellant’s registered trade-mark, both upon the theory of infringe- 
ment of trade-mark and of unfair business competition, to enjoin 
appellant from making use of the term “Olympic Club” for malt 
beverages and beer in connection with the manufacture, sale or 
advertising of its manufactured products, including beer and fer- 
mented malt beverages, and from making any use whatsoever of the 
name “Olympic Club” in its business. 

After a trial on the merits, the trial court granted the relief 
prayed for as against appellant, but denied any relief as against the 
Secretary of State. Hence, the Northwest Brewing Company, a 
corporation, alone, has appealed. 
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The trial court refused in its decision to consider the question 
of interference with the registered trade-mark by appellant, basing 
its decision solely upon the feature of unfair competition by appel- 
lant in the State of Washington. Although the briefs have taken a 
wide range on the part of both parties to this controversy, we shall 
follow the trial court and discuss only the question of unfair com- 
petition in the State of Washington, especially since it appears 
respondent has instituted cancellation proceedings in the United 
States Patent Office seeking the cancellation of the trade-mark 
“Olympic Club” and “Olympic Club Special,” now owned by appel- 
lant. Our trade-mark statute is unimportant in our view of the 
law and the facts. 

Among other comprehensive findings, the court found that, dur- 
ing the time prior to the period of prohibition, respondent was en- 
gaged in the manufacture of its products and sold the same through- 
out the State of Washington and adjacent states and Alaska, that 
its trade-mark names “Olympia Beer” and “It’s the Water’ had 
become well and favorably known throughout the State of Wash- 
ington and adjoining territory, by reason of its established reputa- 
tion and style of doing business, and because of the expenditure of 
large sums of money in continuously and persistently advertising 
and exploiting the same in connection with its business within the 
State of Washington, and has come to be known and accepted by the 
trade, including wholesalers, jobbers, dealers, and public generally 
throughout the State of Washington as the property of respondent 
representing a large good-will value; that such trade-names and 
trade-marks, including the word “Olympia,” “It’s the Water,” and 
“Olympia Beer’ have become known throughout the State of Wash- 
ington as the distinguishing name of respondent and as representing 
it and its products; that such trade-names and trade-marks have a 
large value to respondent, representing its good-will, good name, 
and reputation in its business, and that such value has been continu- 
ously and steadily built up by respondent by fair business dealings, 
the superiority of its products, and by the expenditure of large sums 
of money in advertising; that on July 1, 1902, respondent changed 
its name from “Capital Brewing Company of Olympia” to “Olympia 
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Brewing Company” for the reasons that it had always advertised its 
product as “Olympia Beer’; that it was the most natural name, 
and many of its customers called the name of the company by the 
name of the beer for that reason, and that, if that name should be 
adopted, it would prevent any one else taking it and thus trading on 
the strength of the reputation that had already been gained and 
which it was hoped to increase. 

It was also found that, on December 15, 1932, appellant filed 
with the Secretary of State an application for registration of the 
trade-mark as attached to the complaint of respondent. 

The following finding was then made: 


The court finds that the said defendant, Northwest Brewing Company, 
is in the business of manufacturing and selling beer and malt products, 
and for some time last past has been advertising its products as “Olympic 
Club,” “It’s the Beer,” and “Olympic Club Special”; that to permit said 
defendant, Northwest Brewing Company, to continue the use of the words 
“Olympic Club,” “It’s the Beer,’ “Olympic Club Special” or any other 
name or group of words containing any word similar in appearance or 
sound to the word “Olympia,” in connection with its products and in 
advertising the sale of its products would constitute unfair competition, 
as the names “Olympic Club,” “It’s the Beer,” and/or “Olympic Club 
Special” are so similar to the trade-marks, copyrights, and trade-names 
of plaintiff, as above set forth; that to permit said defendant, Northwest 
Brewing Company, to use the names “Olympic Club,” “It’s the Beer,” 
and/or “Olympic Club Special,” in its product would result, and has 
resulted, in deception and confusion to the general purchasing public; 
that said plaintiff first appropriated the trade-names “Olympia Beer” 
and “It’s the Water,” for its products prior to the appropriation of the 
names “Olympic Club,” “It’s the Beer,” and/or “Olympic Club Special,” 
by the defendant, Northwest Brewing Company; that to permit the 
defendant, Northwest Brewing Company, to use the names “Olympic 
Club,” “It’s the Beer,” and/or “Olympic Club Special,” to designate its 
product would permit said defendant to sell its goods and products to 
the public who believe that they are purchasing the goods of and are 
trading with plaintiff; that said defendant would, as a result thereof and 
by unfair means, take from plaintiff business to which it was in law and 
fairness entitled; that said defendant claims the right to use the names 
“Olympic Club,” “It’s the Bear,” and/or “Olympic Club Special,” in 
connection with its said products, by reason of its application for regis- 
tration of trade-mark filed in the office of the Secretary of State, as afore- 
said, on December 15, 1932; that the manufacture and sale of beer was 
not lawful in the State of Washington until midnight, April 6, 1933; and 
that plaintiff's application for trade-mark of the words “Olympia” and 
“It’s the Water,” to be applied on lager beer and fermented malt beverages, 
was filed for record April 7, 1933, at 8 a.m. 
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The court further found that respondent’s business prior to 
prohibition was an extensive and lucrative business; and that, on 
account of its reputation in the trade and the excellence of its 
products, respondent has every reason to expect to immediately re- 
establish an extensive and lucrative business in the manufacture and 
sale of its beer and fermented malt beverages. 

The court then found that respondent had no plain, speedy, or 
adequate remedy at law; and that, unless appellant was enjoined 
from the further use of the words “Olympic Club,” “It’s the Beer,” 
“Olympic Club Special,” or words of a similar import, appellant 
would continue the use thereof in connection with the manufacture, 
advertising and sale of its beer, all to the irreparable damage of 
respondent. 

The decree follows the findings and conclusions of law enjoining 
appellant, its officers, agents and employees and any and all persons 
dealing through it, from using the words “Olympic Club,” “Olympic 
Club Special,” and/or “It’s the Beer,” and any other name or group 
of words containing any words of similar import in connection with 
the manufacture, sale or advertising of its manufactured products, 
including beer and fermented malt beverages. 

The errors assigned by appellant in its brief are in denying a 
motion to separately state and to strike; in overruling its demurrer; 
in making and entering the findings of fact and conclusions of law; 
in entering judgment in favor of respondent against appellant; and 
in denying its motion for a new trial. These several errors are 
argued under three principal heads, but we shall disregard all of 
them except the subject of infringement of an established trade- 
name, or unfair competition. 

Another contention is argued in the brief that evidence was 
erroneously admitted, as to which no assignment of error was made 
in the brief of appellant and will not now be considered. 

Many texts and cases from this and outside jurisdictions are 
cited by appellant as contrary to the decision of the court on the 
question of infringement of an established trade-name, or unfair 
competition. 
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No inflexible rule can be laid down as to what conduct will con- 
stitute unfair competition. Each case is, in a measure, a law unto 
itself. Unfair competition is a question of fact. The question to 
be determined in every case is whether or not, as a matter of fact, 
the name or mark used by defendant has previously come to indicate 
and designate plaintiff's goods, or, to state it another way, whether 
defendant, as a matter of fact, is by his conduct passing off his 
goods as plaintiff's goods, or his business as plaintiff’s business. 
The universal test question is whether the public is likely to be de- 
ceived. 63 C. J. 414. Pacific Coast Condensed Milk Company v. 
Frye § Company, 85 Wash. 133, 147 Pac. 865 [5 T.-M. Rep. 236}. 

At page 416 of 63 C. J., hundreds of illustrations of names, 
which have been held by courts of last resort everywhere to be de- 
ceptively similar, are listed. Among the cases cited, so deciding, 
are our own cases of Rosenburg v. Fremont Undertaking Co., 63 
Wash. 52, 114 Pac. 886, where the names referred to were “Fre- 
mont Undertaking Company” and “Fremont Undertaker’; and 
“Groceteria No. 1” and “Pacific Groceteria,” as decided by us in 
Groceteria Stores Co. v. Tibbett, 94 Wash. 99, 162 Pac. 54, L. R. A. 
1917C, 955 [7 T.-M. Rep. 211]. Among many other names that 
have been held deceptively similar are “Blue Ribbon” and “Blue 
Anchor” in Premier Malt Products Co. v. Kasser, 23 Fed. (2d) 98 
[18 T.-M. Rep. 13], and “Budweiser” and “Budd-Wise” in An- 
heuser-Busch, Inc. v. Cohen, 37 Fed. (2d) 393 [20 T.-M. Rep. 
561]. Hundreds of others are cited that make a list much too long 
to include within the proper limits of this opinion, to which refer- 
ence is made for verification. 

In the Rosenburg Case, supra, we held that the rule is not differ- 
ent because the name or some part of it may be a geographical name. 
See, also, 63 C. J. 426. 

In Wright Restaurant Co. v. Seattle Restaurant Co., 67 Wash. 
690, 122 Pac. 348 [2 T.-M. Rep. 197], we held that unfair competi- 
tion by the fraudulent use of a trade-name need not rest on the 
exclusive right in the plaintiffs to the use of the name. A text 
writer was quoted as follows: 
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In fact, the distinguishing feature of cases of unfair competition is the 
protection of one who has no technical trade-mark, and hence no exclusive 
property right. Paul on Trade-Marks, Section 211. 

The instant case shows a stronger case of unfair competition on 
the part of appellant than was shown in Electric Supply Co. v. 
Hess, 189 Wash. 20, 245 Pac. 27; and Queen Anne Candy Co. v. 
Woolworth Co., 165 Wash. 143, 4 P. (2d) 844. In the last cited 
case, our earlier Washington cases were reviewed. We there quoted 
with approval from Mark Realty Corp. v. Major Amusement Co., 
180 App. Div. 549, 68 N. Y. Supp. 244, as follows: 


The law relating to unfair competition has a three-fold object: First, 
to protect the honest trader in the business which fairly belongs to him; 
second, to punish the dishonest trader who is taking his competitor’s 
business away by unfair means; and third, to protect the public from 
deception. 

See, also, Diamond Drill Contracting Co. v. International Dia- 
mond Drill Contracting Co., 106 Wash. 72, 179 Pac. 120 [9 T.-M. 
Rep. 205]; Sazlehner v. Eisner § Mendeleson Co., 179 U.S. 19, 21 
S. Ct. 7, 26 R. C. L. 828. 

Appellant also makes some argument to the effect it might be 
considered that respondent had abandoned the use of the trade- 
name, although it is frankly stated in the brief of appellant that the 
question of abandonment is controlled to some extent by the inten- 
tion of the former holder thereof, and such intention must be 
deduced from the acts and conduct of the former holder, but his 
undisclosed intention will not be sufficient to preclude another from 
appropriating and acquiring a right therein. 

In the Sazlehner Case, supra, the United States Supreme Court 
held that, in order to establish the defense of abandonment, it is 
necessary to show not only acts indicating a practical abandonment, 
but an actual intent to abandon. In Hannis Distilling Co. v. Geo. 
W. Torrey Co., 32 App. D. C. 530, it was held that abandonment 
was not to be inferred where there was a disuse for some years 
occasioned by a statutory restriction on the sale of liquor. 

The trial court found that there had been no intent to abandon 
by respondent. The finding is fortified and justified by the de- 
cisions from those courts. 
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The judgment of the trial court is right, and it should be, and 
is, affirmed. 


Beats, C. J.. Torman, Biake, and Geraauty, JJ., concur. 


Decisions oF THE CoMMISSIONER OF PaTENTS 
Conflicting Marks 


Spencer, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for cream lotion, etc., the term “Nova,” in 
view of the prior adoption and use respectively by P. Beiersdorf & 
Co., Inc., of the term “Nivea” and by Bourjois, Inc., of the term 
“‘Novita” upon cosmetics. 

In his decision, in each of these cases, the First Assistant Com- 
missioner, after stating that the goods possess the same descriptive 
properties, said, with respect to the marks: 


When these two notations are considered in their entireties, as they 
must be (citing decisions) it becomes apparent that the points of similarity 
far outweigh the single point of difference and it must therefore be con- 
cluded that the simultaneous use of both marks in commerce would from 
both the standpoint of sound and of appearance more than likely cause 
confusion among the members of the purchasing public.’ 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for lubricating oils, a mark consisting of 
the notation ““The 5 Star,” associated with the representation of five 
stars arranged above the words in the arc of a circle, in view of the 
prior adoption and use by opposer, of the words “Six Star,” having 
a six-pointed star arranged thereabove with the numeral “6” in its 
center, for the same goods, on the ground that the marks are con- 
fusingly similar. 

In his decision, after noting that the Examiner of Interferences 
had held that stars have been so extensively used in trade-marks on 
petroleum products that they can no longer be employed to distin- 
guish the products of one trader from those of another and that the 


*P. Beiersdorf & Co., Inc. v. Nova-Bonsheen, Inc., and Bourjois, Inc. v. 
Nova-Bonsheen, Inc., Oppn. Nos. 12,654 and 12,660, 159 M. D. 301 and 
302, August 8, 1934. 
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remaining portions of the two marks were not confusingly similar, 
the First Assistant Commissioner said: 


In the case of Sharp & Dohme v. Parke, Davis & Co., 37 F. (2d) 960, 
17 C. C. P. A. 842, 394 O. G. 545, 1930 C. D. 199 [20 T.-M. Rep. 79], the 
court refused to consider the prior use of similar marks by others and 
stated that the mandate of the statute is plain and definite It forbids 
the registration of trade-marks which so nearly resemble a registered or 
known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties as to be likely to cause 
confusion. 


and then, after quoting from that decision and citing and quoting 
from other decisions of the same court, he said: 


Under the authority of the foregoing decisions, this tribunal is con- 
strained to disregard the fact that others than the opposer and the appli- 
cant may employ stars in connection with the sale of lubricating oils, and 
to restrict the present inquiry to the express mandate of the statute, 
namely, the similarity of the marks. 

With reference to the marks themselves, after stating that they 
must be considered in their entireties, he said: 

When so viewed, it is concluded that they are confusingly similar and 
that a purchaser of the opposer’s product would more than likely be 
deceived by the notation employed by the applicant. The ordinary casual 
purchaser would probably remember only the name of the opposer’s 
product as comprising an uncertain number of stars, or in other words, 
a numerical designation coupled with the word “Star,” and upon seeing 
or hearing the applicant’s notation, which likewise consists of a numerical 
designation coupled with the word “Star,” would become confused and 


therefore be likely to purchase the product of the latter expecting to 
obtain the product of the former.’ 


Spencer, F. A, C.: Held that Monroe Shirt Company is not 
entitled to register, as a trade-mark for shirts, the notation “Mat- 
tawan,” in view of the prior adoption and use by The Manhattan 
Shirt Co., of the word “Manhattan” on the same goods, on the 
ground that the marks are confusingly similar. 

In his decision, after pointing out that the record shows adop- 
tion and large use by The Manhattan Shirt Co., prior to its adoption 
by the Monroe Shirt Company, and that each party had taken testi- 
mony with reference to actual confusion, the First Assistant Com- 
missioner said: 


*The Six Star Lubricants Company v. Standard Oil Company of New 
Jersey, Oppn. No. 12,578, 159 M. D. 312, August 15, 1934. 
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Some testimony offered by the petitioner in its endeavor to show actual 
confusion was adequately rebutted but, viewing the entire record, I am 
constrained to hold that confusion in trade has been established. 

Furthermore, apart from any proof of actual confusion, the two marks 
so clearly resemble one another that likelihood of confusion would be 
certain to result from the simultaneous use of both marks upon goods of 
the same class. Obviously the petitioner would deem itself damaged by 
the registration of a mark, the continued use of which would result in 
confusion, and equally clear is the fact that under such circumstances 
“the registrant was not entitled to the exclusive use of the mark at or 
since the date of his application for registration thereof. . . .” (Section 
2, Act of March 19, 1920.) 


Then, after stating that there were three aspects which are 
pertinent in determining the question of similarity, namely, the 
appearance, the sound and the significance, he said: 


Applying this test to the notations in question, it is adjudged that in 
appearance they are surprisingly similar. They are composed mainly of 
the same letters arranged in much the same manner. Furthermore, they 
are written in script and employ an underlying paraph. In sound, “Matta- 
wan” and “Manhattan” are very similar and if pronounced with a slur, 
or, perhaps even over the telephone, they might reasonably be mistaken 
one for the other. In significance they are both geographical. 

It must, of course, be admitted that there are differences or distinctions 
between the marks, but when compared with the points of similarity the 
former become remote and indistinct.’ 


Descriptive Terms 


Spencer, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for vehicle engine mountings, the term 
“Floating Power,” since the mark is merely descriptive of the goods. 

In his decision, after noting that appeal was taken by applicant, 
Chrysler Corporation, from the holding of the Examiner of Inter- 
ferences that the mark is descriptive, but none had been taken by 
the opposer, Rolland S. Trott, of Denver, Colo., whose opposition 
had been dismissed, and considering the objections raised to the 
opposer being heard and holding that under the circumstances it 
was proper to so hear him, the First Assistant Commissioner, with 
reference to the question whether opposed had been guilty of such 
fraud and misrepresentation in filing his opposition as to vitiate the 
proceeding entirely, said: 


>The Manhattan Shirt Co. v. Monroe Shirt Co., Canc. No. 2,463, 159 
M. D. 315, August 17, 1934. 
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Careful consideration has been given to this question with the result 
that it is concluded, notwithstanding the strong language employed by 
the applicant in referring to the opposer, that nothing appears in the 
record which justifies the view that the opposer was either deceitful or 
fraudulent in filing the oppositon. Indeed, it seems that the opposer is 
guilty only of a variance, of a difference between pleading and proof. 


Then, after discussing the notice of opposition and what was 
proven, he said: 


The variance between the pleading and the proof resides in the fact 
that the opposer alleged that he had used the mark on engine mountings 
that were sold by him, whereas he had used it only in advertising (through 
correspondence and by word of mouth) and in an effort to sell his engine 
mountings. If, after the testimony was taken, the opposer had appeared 
and moved to amend the pleadings so as to state that the mark had been 
used in advertising and that he had employed it in connection with his 
sales efforts, it is believed that the motion would have been granted, or 
at least should have been, and the objection eliminated. 


With reference to the descriptiveness of the mark, he said: 


This is a question that has given some concern but after due delibera- 
tion the opinion has been reached that the mark is descriptive and must 
accordingly be refused registration. 

Several patents applied for and granted anterior to the alleged date 
of first use by the opposer show clearly that in describing resilient engine 
mountings of the type in question, it was common practice to refer to the 
engine as a floating one. (Citing certain patents.) 

It seems obvious, if a power unit or source of power is mounted in 
resilient mountings of this character, and referred to as “floating power,” 
the term is merely descriptive of the assemblage. The term “floating” 
when so applied is clearly and, as indicated by the patents or records, 
obviously descriptive. The addition thereto of the term “power” does not 
save the notation and render it non-descriptive. “Power” in this sense is 
the equivalent of “engine” and the compound term “floating power” would 
accordingly seem to indicate nothing more than a floating power unit. . . 
The applicant contends, and submits affidavits in support of its contention, 
that the words “floating power” were not descriptive in the beginning 
and have been rendered so solely by reason of the secondary meaning that 
has attached to them as the result of the extensive amount of advertising 
conducted by the applicant. This view is refuted by the patented dis- 
closures referred to above and likewise by the dictionary definitions that 
have been cited at one time or another throughout these proceedings.‘ 


Spencer, F. A. C.: Held that Caroline Mulhearn was not en- 
titled to registration, under the Act of 1905, of the term “Daintee” 
as a trade-mark for deodorant powder, and that the registration 


* Trott v. Chrysler Corporation, Oppn. No. 12,121, 159 M. D. 290, August 
4, 1934. 
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which she obtained, now owned by Crump Laboratories, Inc., should 
be cancelled. 

The ground of the decision is that the mark is merely descriptive 
of the goods. 

With respect to the question whether petitioner has shown dam- 
age, the First Assistant Commissioner said: 

Since the record shows that the petitioner is using the word “dainty” 
in connection with its product and has been both threatened with suit and 
actually sued by respondent for the use of the word, it is clear that the 


registration of the mark by the respondent results in injury to the peti- 
tioner. The petitioner therefore has the standing to bring this petition. 


With respect to the mark, he said: 


It is the petitioner’s position that the notation “‘Daintee” is merely a 
misspelling of the word “dainty.” This contention seems clear enough 
and is adequately supported by the respondent’s own conduct in applying 
to its goods the notation “Daintee” and, in parenthesis immediately below, 
the explanatory word “Dainty.” Obviously the respondent seeks by this 
device to explain away the phonetic spelling of its mark. 

The meaning of the word “dainty” in connection with cosmetics for 
personal use is too well understood to require the citation of dictionary 
definitions. The meaning is given, for instance, on the package of the 
respondent which states that the use of its product “preserves personal 
daintiness.” 


He then referred to the case of McLellan Stores Company v. 
Conrad & Company, Inc., 365 O. G. 477, 1927 C. D. 193 [17 T.-M. 
Rep. 188], in which the court had said inter alia “true enough, the 


word ‘dainty’ used alone is descriptive ....”’ of hosiery, and said: 


In the reported case Justice Robb was speaking of the word when 
applied to hosiery, but I am of the conviction that his statement applies 
with equal force and aptness to the case at bar in which the word is 
applied to a cosmetic.‘ 


Spencer, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for a drain pipe cleanser, marks consisting 
respectively of a pictorial representation of a hand pouring the 
contents of a can of the cleanser into a wash basin from which ex- 
tends a conventional drain pipe with a series of arrows leading 
from the lip of the can into the basin and through the drain pipe, 
and the same representation in connection with the word “Drano,” 


* United Drug Company v. Caroline Mulhearn Cane, 2,538, 159 M. D. 319, 
August 23, 1934. 














DECISIONS OF THE COMMISSIONER OF PATENTS 467 


on the ground that the representation in question is merely descrip- 
tive of the goods. 

In his decision, after stating that any manufacturer is entitled 
to describe the manner in which its goods are used and pointing out 
the fallaciousness of the argument that the exclusive appropriation 
of some specific descriptive designation should be permitted becauce 
the public is left free to employ all others, the First Assistant Com- 
missioner said: 


The applicant seeks to register a picture showing the manner in which 
its goods are used; a picture that is entirely conventional except for a 
minute deviation that will be referred to presently. To award to the 
applicant the exclusive right to the use of this descriptive subject-matter 
would be to deprive the public of its inherent right thereto. This cannot 
be done. The argument of the applicant to the effect that having con- 
tinually used this specific piece of descriptive matter it should be per- 
mitted to continue its use, because the public has free access to all other 
descriptive indicia, is fallacious, as already pointed out. Rights that are 
publict juris have always been and should always be jealously guarded. 

The fact that the applicant’s mark is merely descriptive is illustrated 
by the many exhibits tendered by the opposer which illustrate the use of 
similar marks by other manufacturers engaged in the same line, such 
uses having taken place both before and after the applicant’s entry into 


the field. 

He then, after noting that the deviation from a purely photo- 
graphic representation of the use of the goods consists in the line 
of arrows running through the drain pipe, said: 


However, this representation is fully descriptive and altogether con- 
ventional since in the use of the goods the powder flows from the can, 
through the basin, and thence through the drain pipe. It is true that the 
powder remains for a brief interval in the trap of the drain before being 
flushed on through, but that fact is too insignificant to permit the mark 
to escape the inevitable conclusion that it is merely descriptive.* 


Geographical Terms 


Frazer, A. C.: Held that applicant is not entitled to register 
the word “Biltmore” as a trade-mark for homespun wool fabrics 
used in the manufacture of suits and coats, in view of the prior 
adoption and use of the same mark on men’s coats and overcoats 
by opposer. 


*The Chamberlain Company v. The Drackett Chemical Co., Oppns. No. 
12,760 and No. 12,761, 159 M. D. 324 and 325, August 30, 1934. 
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He further held the mark not registrable to the applicant be- 
cause merely geographical. 

In his decision, after stating that the opposer had established the 
use of the mark since at least as early as September 20, 1917, and 
discussing the testimony relied upon by the applicant to establish 
an earlier use, in which the witnesses merely stated that the address 
“Biltmore Estate Industries, Biltmore, N. C.,” had been placed on 
packages in which the goods were shipped and discussing certain 
decisions, the Assistant Commissioner said: 


The pertinent question here is not so much whether the association with 
other matter of the word “Biltmore” destroyed its trade-mark signifi- 
cance. Though, as hereinafter pointed out, that result is probable, the 
more serious consideration is whether placing a return address on a 
package for shipment can be said to establish trade-mark use of all or 
any of the words thus employed. To my mind the proposition refutes 
itself. 


He then referred to the decision of the Court of Appeals of the 
District of Columbia in the case of Tim & Co. v. Cluett, Peabody & 
Co., 42 App. D. C. 212, 203 O. G. 806 [4 T.-M. Rep. 132], and 
said: 


The only material difference between that case and this is that here 
the word, in addition to designating applicant’s place of business, was 
also a part of its name; but its use in that sense was equally incidental. 
The word was not applied to the goods at all, either singly or in com- 
bination. It was merely used on the paper wrappers as a part of appli- 
cant’s return address. 

Moreover, it is apparent that applicant does not claim even that use 
of the mark which it now seeks to register. The notation on its shipments 
was always either “Biltmore Industries” or “Biltmore Estate Industries,” 
the word “Biltmore” never appearing alone. It is at least doubtful that 
this would be sufficient to establish trade-mark use of the single word, 
even had actual application to the goods in a trade-mark sense occurred. 


With reference to the mark being geographical, after referring 
to and quoting from the case of In re Plymouth Motor Corp., 46 
Fed. (2d) 211, 18 C. C. P. A. (Patents) 838, 404 O. G. 269 [21 
T.-M. Rep. 157], he said: 


The quoted language clearly has no application to the facts disclosed 
by the record here. Not only was applicant located at Biltmore, N. C., 
at the time of the adoption of its alleged trade-mark, but that fact was 
its sole reason for using the word at all. Moreover, the geographical 
term comprises the entire mark which is sought to be registered. I am 
constrained to agree with the Examiner that applicant used the name 
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“Biltmore” in a merely geographical sense, and had no intention of using 
it otherwise. 

With reference to the question whether applicant is estopped to 
seek registration under the Act of 1905 because of two prior regis- 
trations it had obtained under the Act of 1920 of the words “Bilt- 
more Homespun” and “Biltmore Handwoven Homespun” for use on 
woolen homespun textile fabrics, he said: 


Clearly each of these notations is purely descriptive of the goods to 
which it is applied, and therefore unregistrable under the 1905 Act. But 
while their registration under the 1920 Act was, under the authorities 
cited by appellee, an admission of that fact, it does not necessarily follow 
that it carried the further admission that the single word “Biltmore” was 
likewise unregistrable. I think the rule of estoppel should be restricted 
in its application to substantially identical marks." 


Goods of Different Descriptive Properties 


Spencer, F. A. C.: Held that the use and registration by 
opposer of the words “Tetley Budget Tea” (the word tea being 
disclaimed in the registration) as a trade-mark for tea constitutes no 
ground for refusing to applicant the registration of the notation 
“Budget Special” 
and canned fish. 

The ground of the decision is that the goods are not of the same 
descriptive properties and the marks as applied to the respective 
goods are not confusingly similar. 


as a trade-mark for fresh, frozen, salted, smoked, 


With respect to the marks, after noting opposer's argument that 
the word “Budget” is the predominating part and stating that that 
word is no more predominating than the word “Tetley,” the First 
Assistant Commissioner said: 


Under the controlling decisions, the marks, in a proceeding of this 
nature, must be considered in their entireties which in the instant case 
does not permit the word “Tetley” to be disregarded. On the contrary, 
it is necessary to view the opposer’s mark as “Tetley Budget Tea” and 
to compare it for purposes of confusing similarity with the applicant’s 
mark “Budget Special.” When this is done, it becomes apparent that 
substantial differences exist between the two marks. In fact, they are 
similar in one respect only and this sole aspect of similarity is not con- 
sidered sufficient to carry the case for the opposer especially when the 


"I. & B. Cohen Bomzon & Co. v. Biltmore Industries, Inc., Oppn. No. 
12,190, 159 M. D. 283, August 1, 1934. 
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differences between the goods of the respective parties are taken into 
consideration. 

With reference to the goods, after stating that applicant’s prod- 
uct may be classified as a meat product, whereas opposer’s product 
is a beverage, he said: 


There is little chance of an ordinary member of the purchasing public 
being led to believe that a manufacturer of tea would place fish on the 
market or vice versa. If there is no likelihood that the purchasing public 
would be led to believe that both products have the same origin or source 
of manufacture, there can be no likelihood of confusion. 

Then, after stating that originally a strict construction had been 
given to the phrase, occurring in the statute, “goods of the same 
descriptive properties” holding that the word “properties” referred 
to the physical characteristics of the goods and that later, and more 
recently, this rule has been supplemented by interpreting that 
phrase to mean “goods of the same class,” 
said: 


and citing decisions, he 


This interpretation well serves the purpose of the statute, namely, to 
prevent confusion in the minds of the purchasing public. In operation 
it has this effect—it gives to the manufacturer of certain goods, bearing 
a specific trade-mark, a scope of protection that includes all other wares 
which might normally and naturally be expected to emanate from that 
source of manufacture under that particular trade-mark. Thus a maker 
of certain grocery products might well be expected to make all grocery 
products. (Citing decisions.) 


He then said: 


Coming now to the case at bar, it seems unreasonable to conclude that 
a person familiar with the goods and the business of the opposer, namely, 
tea, would be led to believe that it would also manufacture, or rather 
sell, fish. Entertaining these views, it is necessary to conclude that fish 
and tea are not goods of the same descriptive properties.* 


Frazer, A. C.: Held that applicant is entitled to register the 
words “Cracker Boy’”’ as a trade-mark for fresh citrus fruits, not- 
withstanding the prior adoption and use by opposer of the words 
“Cracker Jack” as a trade-mark for popcorn confection. 

The ground of the decision is that the goods are not of the same 
descriptive properties and, therefore, there is no likelihood of con- 
fusion. 


* Joseph Tetley & Co., Inc. v. Bay State Fishing Co., Oppn. No. 12,817, 
159 M. D. 296, August 7, 1934. 
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In his decision the Assistant Commissioner stated that an agreed 
statement of facts had been filed from which it appeared that the 
mark “Cracker Jack’’ had been used by the opposer since 1896; 
that an additional trade-mark was used with those words and the 
representation of a sailor boy; that the confection is packed and 
sold in small cartons, at the price of not more than five cents, and 
the purchasers are largely children, and that applicant’s fruit is 
sold to dealers in large boxes, the labels being affixed to the boxes 
only. 

He then said: 


Were the goods identical I should have no hesitancy in agreeing with 
the opposer that the marks are confusingly similar; but it is difficult to 
believe that the use of similar marks by the respective parties could 
reasonably lead the purchasing public to think that a manufacturer of 
candied popcorn had gone into the orange growing business. In my 
opinion these items do not possess the same descriptive properties, and do 
not belong to the same class. Moreover, their appearance and the method 
in which they are marketed are entirely dissimilar. The confection is 
sold to the consumer in small cartons to which the mark is applied. The 
fruit is displayed for sale unpackaged and unmarked, the label being 
affixed only to the large packing boxes in which shipment is made to the 
retailer. These are considerations of the utmost importance in resolving 
the question of probable confusion; and each case must be determined on 
its own facts.’ 


Spencer, F. A. C.: Held that applicant is entitled to regis- 
ter as a trade-mark for mops and dusters, a mark described as 
consisting of a wide yellow stripe encircling the dust mop, the stripe 
being formed by a cluster of yellow yarn inserted in the mop head, 
notwithstanding the prior adoption and registration by opposer, of 
a mark for paint brushes consisting of a single tuft of white bristles 
disposed centrally of the remaining tufts of bristles which are black. 

The ground of the decision is that the goods are not of the same 
descriptive properties and therefore the use of the marks on the re- 
spective goods would not be likely to cause confusion. 

In his decision the First Assistant Commissioner said: 


The goods are used for different purposes—one for dusting, the other 
for painting; one is formed of soft dusting material such as cloth, the 
other of bristles; one is employed by housewives and housemaids, the 


*The Cracker Jack Co. v. Blanton Citrus Growers, Inc., Oppn. No. 
12,318, 159 M. D. 305, August 10, 1934. 
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other by painters; one is sold by household stores and household depart- 
ments and the other by paint stores and paint departments. The user 
of a paint brush would rarely ever have occasion to purchase a dusting 
mop and, conversely, the user of a household dusting mop would rarely 
have occasion to buy a paint brush. 


He then stated that it was not overlooked that the specimen 
brush submitted was described as a dusting brush employed for 
dusting surfaces before painting them, and said: 


The registration set up by the opposer is, however, restricted to 
“Paint Brushes” and there is nothing in the record as to when the mark 
was first adopted and used on dusting brushes. Entirely apart from this 
last consideration, it is my opinion that the dusting brush offered by the 
opposer is a painter’s brush and, as such, falls in the same category with 
paint brushes and not in the class of household dusters. 


He also noted that the marks themselves bear substantial differ- 
ences, and said: 


The mark of the opposer consists in the provision of a single white 
tuft in a paint brush composed of a great number of black tufts. It 
appears on one side of the brush only. The applicant’s mark, on the other 
hand, consists of a wide yellow stripe encircling the mop head. It appears 
on all sides. In this connection it should be mentioned that color marks 
of this general type were old and well known long before the mark of 
the opposer was adopted. The case of Leschen v. Broderick, 1911 C. D. 
312 [1 T.-M. Rep. 37], dealt with the use of a colored strand in a wire 
cable. It is believed that the difference in the marks coupled with the 
difference between the goods renders unlikely the possibility of confusion 
in trade.” 





Goods of Same Descriptive Properties 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the word “Sunshine” as a trade-mark for 
bread, in view of prior registrations of that same mark for different 
food products, including wheat flour. He then said: 


Assuming, without deciding, that the first five of these items do not 
possess the same descriptive properties as applicant’s product, there can 
be no question but that the last one does. In fact this is not seriously 
disputed by applicant, nor is it disputed that the mark has been used on 
flour since 1882, and was registered by the owner on April 28, 1908. 


With reference to applicant’s argument that it had used this 


mark on bread for many years without objection and therefore it 


” Pittsburg Plate Glass Co. v. S. C. Johnson & Son, Inc., Oppn. No. 
12,454, 159 M. D. 322, August 29, 1934. 
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must be assumed that the registrant of the mark for wheat flour had 
consented to that use, he said: 


It is not clear, however, in what manner applicant’s right to registra- 
tion could be affected even if its right to use be assumed, which latter 
right is, of course, not involved in this proceeding. Section 5 of the Act 
of February 20, 1905, provides: 

That trade-marks which are identical with a registered or known 
trade-mark owned and in use by another and appropriated to merchandise 
of the same descriptive properties, . . . shall not be registered. 


The Patent Office has no choice but to comply with the plain man- 
date of the statute.” 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the word “Timely” as a trade- 
mark for men’s suits, topcoats, etc., in view of the prior adoption 
and use by another (Registration No. 291,742) of this word as a 
trade-mark for boots and shoes. 

After stating that the marks being the same the sole question 
presented is whether the goods are of the same descriptive prop- 
erties, the First Assistant Commissioner said: 


It is believed that the answer to this question is controlled by the 
decision of the Court of Customs and Patent Appeals in the case of 
Decker & Cohn, Inc. v. 8S. Liebovitz Sons, Inc., 46 F. (2d) 179, 18 C. C. 
P. A. 781, 404 O. G. 797, 1931 C. D. 109 [21 T.-M. Rep. 23], in which shirts 
and pajamas were held to be goods of the same descriptive properties 
as coats, suits, and overcoats. 

It would seem that, if the applicant is permitted to use the trade-mark 
“Timely” on its goods concurrently with the use of that notation by the 
registrant on its goods, confusion and deception would likely result. Under 
the circumstances, it is concluded that the goods of both parties possess 
the same descriptive properties within the principles announced in the 
following cases. (Citing decisions.)* 





Spencer, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for malt beverages with not more than the 
legal content of alcohol, a mark consisting of the word “Richelieu” 
written diagonally across a dark rectangular background with an 
associated picture of Cardinal Richelieu, in view of the prior regis- 


™ Ex parte Loose-Wiles Biscuit Company, Serial No. 341,581, 159 M. D. 
298, August 8, 1934. 

“Ex parte Keller, Heumann & Thompson Company, Inc., Serial No. 
347,857, 159 M. D. 314, August 17, 1934. 
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tration by opposer, of the word “Richelieu” as a trade-mark for 
ginger ale and other soft drinks. 

The ground of the decision is that the goods are of the same 
descriptive properties and the contemporaneous use of the marks 
thereon is likely to cause confusion. 

With reference to the marks, the First Assistant Commissioner, 
after noting applicant’s argument that an ordinary purchaser could 
not well avoid noticing the differences in the two marks and stating 
that this argument is predicated upon the labels filed with the appli- 


cation rather than upon the actual mark sought to be registered, 
said: 


The applicant further contends that the inclusion in its notation of the 
pictorial representation of Cardinal Richelieu serves, under the authority 
of such cases as Ex parte Hygeia Nursing Bottle Company, Inc., 17 U. S. 
Pat. Quarterly 11, 159 M. D. 35 [23 T.-M. Rep. 217], to distinguish its mark 
from the opposer’s notation which comprises merely the word “Richelieu” 
without the accompanying picture. I am unable to agree with this con- 
tention since in my opinion the presence of both the name and the picture 
serves to emphasize the points of similarity rather than to minimize them. 
Employing not only the word “Richelieu” but also a picture of Cardinal 
Richelieu increases, in my mind, the opportunities for confusion. 


With reference to the goods, after noting applicant’s argument 
that no person desiring to buy a bottle of opposer’s goods such as 
celery phosphate, would accept a bottle of applicant’s beer, he said: 


This, however, is not the proper test. At one time the existence of 
physical similarities between the goods of the respective parties was 
insisted upon by the courts but today it is sufficient if the ordinary pur- 
chaser would conclude that the goods of both parties emanate from a 
single source. This is the type of confusion which the statute aims to 
prevent and when this test is applied to the goods here involved it must 
be concluded that they are of the same descriptive properties. Both are 
beverages and are accordingly goods of the same class. Cheek-Neal 
Coffee Co. v. Hal Dick Mfg. Co., 40 F. (2d) 106, 17 C. C. P. A. (Pat.) 
1103, 895 O. G. 10, 1930 C. D. 251 [20 T.-M. Rep. 274].# 


Non-conflicting Marks 


Spencer, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for bread and other specified wheat products, the 


* Sprague, Warner & Co. v. Christie & Hoover, Oppn. No. 12,930, 159 
M. D. 320, August 23, 1934. 
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term “Sunfed,’ notwithstanding the prior use by opposer of the 
notation “Sunshine Vitamin-D” on the same goods. 

The ground of the decision is that the marks are not confusingly 
similar. 


With respect to the holding of the Examiner of Interference that 
the opposer’s use of the notation had been merely descriptive and 
therefore it could not successfully oppose the registration, the First 
Assistant Commissioner said: 


In so ruling I think the Examiner erred. It has been repeatedly held 
by the courts that in opposition proceedings the validity of an opposer’s 
mark is not a proper subject of inquiry, and that he is not required to 
establish a strictly trade-mark use. If he is able to show such use as 
will support a finding of probable damage from the registration to another 
of a confusingly similar mark for use on goods of the same description 
as his, the demands of the statute have been met. 


With reference to the question of similarity of the two terms, 
after stating that the Examiner of Interferences correctly found that 
the marks of the two parties were not confusingly similar, and that 
the appellant complained that only the word features were con- 
sidered, he pointed out that it was not accurate to say that the 
designs used by the opposer indicated a sun, and said: 


I am clearly of the opinion that no confusion could reasonably occur 
between the design features of the two marks, and that the question of 
deceptive similarity must therefore be determined from a comparison of 
the words and the manner of their application. 


He then noted that the opposer’s bread wrapper conspicuously 
displays the word “Bond” and the words “Sunshine Vitamin-D” 
were relatively insignificant with respect thereto, and said: 


That mark is still used as before, and the wrappers have not been mate- 
rially changed except that the notation “Sunshine Vitamin-D” has been 
added, according to appellant’s president, “to indicate to the purchasing 
public that Bond bread now contains ‘Sunshine Vitamin-D.’” On appli- 
cant’s wrapper the word “Sunfed” very strikingly predominates. It is 
many times larger than any other printed matter, and like “Bond” on 
appellant’s wrapper, constitutes the outstanding feature. In my opinion 
it would be necessary to inspect the two wrappers rather critically to 
discover any similarity in language or design. Under these circumstances 
I am unable to believe that the concurrent use of the two marks under 
consideration would be likely to confuse the public or to damage appellant.” 


“General Baking Company v. Commander-Larabee Corporation, Oppn. 
No, 12,300, 159 M. D. 303, August 8, 1934, 




























TWENTY-FOUR TRADE-MARK REPORTER 


Non-Descriptive Marks 


Spencer, F. A. C.: Held that applicant is entitled to regis- 
tration of the mark “Penn Bond”’ for lubricating oils, notwithstand- 
ing the fact that opposer prior to applicant’s use of its mark was 
using the term “Pennzoil,” instituted after applicant’s use what is 
known as the “Bonded Dealer Program” which was instituted for 


the purpose of bonding its dealers so as to prevent substitution of 
inferior oils. 

In his decision, after stating that admittedly there was no con- 
fusion between the marks “Penn Bond” and “Pennzoil” but opposer 
argued that registration of “Penn Bond” would damage the opposer 
in the execution of its “Bonded Dealer Program,” the First As- 
sistant Commissioner said: 


The opposer seeks to qualify under the statute on the ground that it 
will be damaged by the registration of the notation “Penn Bond”; that 
apparently the registration will interfere in some way with its “Bonded 
Dealer Program.” This contention is rather surprising owing to the fact 
that the bonded dealer program was adopted long after the adoption 
and use of the mark “Penn Bond” by the applicant. In other words, the 
opposer alleges that it will be damaged by reason of a course of conduct 
that it voluntarily adopted long after the applicant had placed in use 
its notation “Penn Bond.” 

+ * + 


The opposer, however, seeks by conduct in which it engaged, subse- 
quently to the date of adoption and use of the mark by the applicant, to 
establish the fact that the mark is now descriptive. With this contention 
I am unable to agree. The mark “Bond” may in some vague way be 
descriptive of the opposer’s sales program but it is not descriptive of 
either the applicant’s goods or of the quality or character of such goods. 
The oil is not bonded—only the dealer. 

Furthermore, it is not seen how a mark that is fanciful and arbitrary 
when adopted can subsequently be rendered descriptive or publici juris 


by the conduct of a single individual, particularly when the latter is a 
competitor.* 


Not a Trade-Mark 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for laboratory 
burners, a pedestal or base described as follows: 


“The Pennzoil Co. v. Illinois Farm Supply Co., Oppn. No. 12,683, 
159 M. D. 310, August 15, 1934, 
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Two relatively narrow straight parallel panels and the relatively wide 
cross panel connecting the side panels midway of the lengths thereof and 
forming the substantially H-shaped trade-mark as incorporated in the 
base of the burner shown in the specimen. 

The ground of the decision is that the H-shaped base is not a 
trade-mark at all. 

In his decision, the First Assistant Commissioner said: 


It appears that the Examiner is clearly correct in taking the position 
that the applicant seeks to cover by trade-mark protection the useful 
structure or form of the article. It has long been held that the con- 
figuration of an article having utility cannot be a trade-mark. (Citing 
decisions.) 
and then, after stating that the circulars which applicant submitted 
in connection with its application indicate clearly the utilitarian 
nature of the alleged mark and quoting from the circulars, he said: 


Obviously, therefore, the structure which applicant seeks to protect 
as a trade-mark serves a strictly utilitarian purpose and as such cannot 
be registered.” 


Trade-Mark Use 


Spencer, F. A. C.: Held that applicant is not entitled to 
register the term “Twenty Grand” as a trade-mark for cigarettes, 
since that company had not established a trade-mark use of this 
mark prior to the adoption and use of the same mark for the same 
goods by opposer. 

The ground of the decision is that the earlier use of the mark 
made by The Axton-Fisher Tobacco Company was so sporadic and 
secret as not to constitute a trade-mark use. 

In his decision, he noted that the only sales made during the 
time from which the mark was first used until the other party had 
commenced to use it were fourteen sales, all of which were made to 
certain parties, friends of one of the officers of The Axton-Fisher 
Tobacco Company, and who had indicated that they would not be- 
tray these transactions to any person in the trade. 

He also noted that in preparing the goods for these sales they 
were not packaged in the usual way, since the individual cigarettes 


* Ex parte Central Scientific Company, Serial No. 324,060, 159 M. D. 
307, August 11, 1934. 
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were not marked, the label used upon the package was unlike 
ordinary labels, and the cartons in which the packages were placed 
were improvised, clumsy affairs, whereas, after the use by the 


other party, the cigarettes were packaged in the manner customary 
in the trade. 
He then said: 


The few temporary labels that the applicant had prepared in 1931 
were exhausted early in 1932 with the result that the applicant made no 
further sales after April 21, 1932, until it placed the cigarettes on the 
market on June 8 of that year. Prior to this latter date, there was no 
way in the world that a member of the general public or, for that matter, 
even any one in the tobacco business could purchase applicant’s product 
or indeed learn anything about it. 

The few sporadic sales that the applicant secretly conducted during 
the period prior to the opposer’s entrance into the field are not sufficient 
to disclose an intent to continue to use the mark in commerce. No number 
of persons can retire into a room behind a closed door with drawn shades 
and there create a trade-mark right. It must be done in the light of day 
where it is subject to the scrutiny of the public because the sole purpose 
and significance of a trade-mark is that it instructs the public in the origin 


of the goods. There was no public instruction by the applicant in the 
case at bar. 


He then, after noting the testimony given by one of the wit- 
nesses for the applicant on cross-examination to the effect that the 
purpose in manufacturing the “Twenty Grand” cigarettes at that 
time was in order to “perfect the registration of the trade-mark,” 
said: 

It would perhaps be improper to charge the applicant with fraud in 
seeking to establish ownership and registration of its trade-mark. It is 
sufficient to say that with the aid of Clipp, Stephens, and Ellis, it con- 
spired to obtain those rights without having first used the mark in com- 


merce as required by both the common law and the statute governing 
registration.” 


"The Fortune Tobacco Co. v. The Axton-Fisher Tobacco Co., Oppn. 
No. 12,275, 159 M. D. 260, July 17, 1934. 
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